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table of citations covering all the cases reported in the publication 
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tained in it. - 
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Unitep States Expansion Bort Co. v. H. G. Kroncke Harpware 


Co., ET AL. 
(234 Fed. Rep. 868) 


United States Circuit Court of Appeals 
Seventh Circuit, April 18, 1916 


Unrarr ComMPeTITION—CoOUNTERCLAIM-—J URISDICTION. 

Where, in a suit alleging patent infringement, there is no diversity 
of citizenship and the defendant sets up a counterclaim for unfair 
competition and infringement of other patents under Equity Rule 30, 
the court is without jurisdiction of the unfair competition unless the 
defendant’s allegations of patent infringement are sustained. 


On appeal from a decree for defendants. Affirmed in part; 
reversed in part. 


For the opinion of the lower court, see 5 T. M. Rep. 447; see 
also 7 T. M. Rep. 248, 250, 261. 


Banning & Banning, of Chicago, Ill., and Vincent P. Donihee, 
of New York City, for U. S. Expansion Bolt Company. 

Alan M. Johnson, of New York City, and Thomas F. Sheridan, 
of Chicago, IIll., for H. G. Kroncke Hardware Company 
and Diamond Expansion Bolt Company. 


Before Koutsaat, Mack and Atscuuter, Circuit Judges. 


Koutsaat, Circuit Judge: On May 8, 1914, appellant, a cor- 
poration of the state of New York, brought this suit against one of 
the appellees, H. G. Kroncke Hardware Company, a Wisconsin 
corporation, to restrain infringement of claims 1, 2 and 38 of letters 
patent No. 623,809 granted April 25, 1899, to K. and V. McCreery 
for an expansion bolt. On May 9, 1914, appellant’s counsel ad- 
vised Alan M. Johnson, whom he knew to be counsel for the 
Diamond Expansion Bolt Compay, a New York corporation and 
one of the appellees, manufacturer of the diamond screw anchors 
handled by the Kroncke Hardware Company and charged to be an 
infringement of said claims, that such suit had been commenced, 


inclosing a copy of the bill and saying: 
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“We presume that your clients will undertake the defense of this suit 
_ accordingly inclose herewith a copy of the bill of complaint for your 

On May 28, 1914, the hardware company filed its answer, 
traversing the bill and setting up title in the Diamond Expansion 
Bolt Company of certain hereinafter named patents alleged to cover 
the diamond screw anchors. On August 6, 1914, the Diamond 
Expansion Bolt Company filed its petition to be made a formal 
party. This, appellant contested. On hearing had August 10, 
1914, the District Court granted such leave, in accordance with its 
opinion (216 Fed. 186 [7 T. M. Rep. 248]). This leave the 
Diamond Company has availed itself of by joining in the answer of 
the Kroncke Company filed May 28, 1914, wherein they set up 
infringement of two patents owned or controlled by them, to wit, 
Cook patent, No. 685,820, granted November 5, 1901, for an ex- 
pansion shield, and Pleister patent, No. 973,559 granted October 
25, 1910, for an expansion bolt, and also acts of unfair competition 
on the part of the appellant. Thereafter Newhall, licensor of the 
Pleister patent, a citizen of the state of New Hampshire, also 
joined in said answer and cross-petition. This answer propounded 
several questions to appellant. The answer thereupon proceeds, 
upon the authority of Equity Rule 30, 198 Fed. xxvi, 115 C. C. A. 
xxvi, to ask injunction and accounting as to the last named three 
items, to wit, the Cook and Pleister patents and the unfair competi- 
tion. Appellant’s motion to dismiss the patent counterclaims was 
denied on August 10, 1914 (see 216 Fed. 186 [7 T. M. Rep. 248]). 
With regard to the jurisdiction of the court to consider these matters, 
appellant strenuously contended that the Diamond Company, hav- 
ing come into the case for the purpose of defending the suit as 
brought, might not inject into it matters which would not, as original 
claims, be enforceable against it in the federal court for the western 
district of Wisconsin, and which were therefore not fairly to be 


deemed available counterclaims within the meaning of Equity Rule 


30. These matters were also covered by the court in its order of 
August 10, 1914 (see opinion 216 Fed. Rep. 186 [7 T. M. Rep. 
248]). 
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There is also embraced within the suit a counterclaim brought 
by the United States Expansion Bolt Company against the Diamond 
Company for damages growing out of alleged injury to the former's 
trade. As no evidence was offered to this claim, it will not be 
further considered. 

The appellant, after the decision of the court last named, pro- 
ceeded to make reply to the appellee’s counterclaims and _inter- 
rogatories. From the latter it appears that appellant made no sales 
of any of the articles alleged to infringe appellee’s patents, except 
one sale of about 100 lead anchors made in the western district of 
Wisconsin. It does not appear that appellant had any established 
place of business in that district. The reply traverses the sub- 
stances of the counterclaims of appellee. A vast amount of testi- 
mony was taken. On argument heard, such further proceedings 
were had that the court sustained all three of the patents and a 
certain prior use, but found that none of the patents was infringed. 
Appellee’s charge of unfair competition was also sustained, and 
damages and an accounting awarded, without costs to either party, 
and the bill was dismissed as to Kroncke. These several orders of 
the court are assigned as errors, including the order permitting the 
Diamond Expansion Bolt Company and Newhall to file counter- 
claims. 

The question which first demands attention is that of jurisdic- 
tion. Assuming the decision of the District Court as to infringe- 
ment of the McCreery patent to be correct, had the District Court 
power to adjudicate upon appellees’ two patents and the counter- 
claim for unfair competition on the facts as presented? There 
can be no doubt that, as was said in Peninsular Iron Company v. 
Stone, (121 U. S. 631, 7 Sup. Ct. 1010, 30 L. Ed. 1020): 


“It is therefore a suit to which citizens of Ohio are parties on one 
side and a citizen of Ohio a party on the other, with interests so conflict- 
ing that the relief prayed cannot be had without keeping them on opposite 
sides of the matter in dispute.” 


To all intents and purposes, so far as the counterclaims are 


concerned, appellant was a defendant and entitled to have the ques- 


tion of infringement in the Pleister and Cook patents tried in the 
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district in which it was an inhabitant or in any district in which 
it had infringed, and where it had an established place of business, 
provided it did not waive its right thereto. (First National Bank 
v. Morgan, 132 U. S. 141, 10 Sup. Ct. 37, 33 L. Ed. 282). 

While suit could not, in the first instance, have been maintained 
in Wisconsin by the Diamond Expansion Bolt Company against 
appellant over its objection upon either the Pleister or Cook patent, 
we have no doubt but that appellant waived that objection by its 
action in bringing the suit in the Wisconsin district as well as by 
statements of counsel shown on pages 1085 and 1087 of the record 
in the premises with regard to the patents of the counterclaims. 
The proceeding was one for infringement of a patent in each case. 
Of such a case some federal court had jurisdiction. So that no 
question of federal jurisdiction is involved. Appellant had the 
right to waive the question of privilege, and did so. We think the 
District Court proceeded properly to treat those matters as coming 
within the provisions of new equity rule 30 as pertaining to the 
matter of jurisdiction in equity and not to federal jurisdiction. 

* * * * *% 

We therefore hold the three patents in suit to be valid but not 
infringed, and that portion of the decree of the District Court which 
so holds is affirmed. 

With regard to the counterclaim for unfair competition, a dif- 
ferent situation arises. As to that, the federal court as such had no 
original jurisdiction, there being in it no federal question or diversity 
of citizenship. The District Court took jurisdiction under rule 
30. But that rule pertains only to equitable jurisdiction. It can- 
not, and was not intended to, confer federal jurisdiction. (Geneva 
Furniture Co. v. Karpen, 238 U. S. 254, 35 Sup. Ct. 788, 59 L. Ed. 
1295; Mecky v. Grabowski, (C. C.) 177 Fed. Rep. 591). The facts 
of the present case, we think, bring it within the reasoning and 
language of the Geneva furniture case. There the District Court 
dismissed the bill for want of jurisdiction. The defendants in that 
suit were charged, as appears from the opinion of the court: (a) 
With contributing to the infringement of letters patent belonging to 
the plaintiff by wrongfully inducing and persuading designated 
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licensees of the plaintiff to make, use and sell devices embodying 
the inventions of the patents in circumstances not authorized or 
permitted by their licenses; (b) with wrongfully procuring such 
licensees to violate their license contracts in designated particulars, 
some of which have no bearing on the charge of infringement; and 
(c) with refusing to perform stipulations whereby the defendants 
agreed to assign to the plaintiff certain other letters patent. The 
prayer is for an injunction and accounting in respect of the con- 
tributory infringement, for an injunction and damages in respect 
»f the procured breach of the licensees’ contractual obligations, and 
for the specific performance of the stipulations to assign the other 
letters patent. The plaintiff is described as a New York corpora- 
tion, one of the defendants as a West Virginia corporation, another 
1s an Illinois corporation, and the third as an individual citizen 
of the latter state. The West Virginia company is alleged to have 
a regular and established place of business in the northern district 
of Illinois, and the acts of infringement and contributory infringe- 
ment are charged to have been committed in that district. 

The court found that it had jurisdiction of the matter involved 
in the charge of infringement, as arising under the patent laws of 
the United States and as to such matters reversed the decree of the 
District Court, dismissing the bill for want of equity. 


“But the other portions of the bill,” says the court, “stand upon a 
different footing. The causes of action which they present—those not 
founded upon an unauthorized making, using, or selling of devices embody- 
ing the inventions of the plaintiff’s patent, but resting only upon a breach 
of contractual obligations—do not arise under the patent laws. (Vew 
Marshall Co. v. Marshall Engine Co., 223 U. S. 473, 32 Sup. Ct. 238, 56 
L. Ed. 513; Henry v. Dick Co., 224 U. S. 1, 14, 15, 32 Sup. Ct. 364, 56 L. Ed. 
645, Ann. Cas. 1913 D. 8880). As to them no federal court can take juris- 
diction of a suit against the West Virginia company without its consent, 
save in the district of its residence or that of the plaintiff (Jud. Code [Act 
March 3, 1911, c. 231], §51, 36 Stat. 1101, [Comp. St. 1913, §1033]); and it 
hardly needs statement that the jurisdiction as limited and fixed by Con- 
gress cannot be enlarged or extended by uniting in a single suit causes of 
iction of which it has jurisdiction. Upon this point the rule otherwise 
prevailing respecting the joinder of causes of action in suits in equity 
must, of course, yield to the jurisdictional statute. Thus the West Virginia 
company’s objection, while not good as to the entire bill, was good as to 
the causes of action not arising under the patent laws. Whether these causes 
of action can be retained as against the other defendants, after they are 
eliminated so far as the West Virginia company is concerned, is not opened 
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to consideration now. It is not a question of federal jurisdiction within 
the meaning of Jud. Code, §238 (Comp. St. 1913, §1215) but only one of 
general equity jurisdiction and practice applicable as well to state as to 
federal courts. (Bogart v. Southern Pacific Co., 228 U. S. 137, 33 Sup. 
Ct. 497, 57 L. Ed. 768, and cases cited). 

“The decree of dismissal is reversed, and the causes remanded for 
further proceedings in conformity with this opinion.” 

It is said in Standard Paint Co. v. Trinidad Asphalt Co., (220 
U. S. 446, 31 Sup. Ct. 456, 55 L. Ed. 536 [1 T. M. Rep. 10]). 
where a suit had been brought against a Missouri corporation by a 
West Virginia corporation in the eastern judicial district of Mis- 
souri to restrain infringement of a trade-mark and for unfair com- 
petition, in which suit the trade-mark was not upheld; 


“The opposite parties to the suit are citizens of different states; and 
while this diversity of citizenship was not necessary to give the Circuit 
Court jurisdiction of the case in so far as it involved the validity of the 
trade-mark, it was necessary to give the court jurisdiction of the issue 
of unfair competition.” 

In Ludwigs Mfg. Co. v. Ludwigs, (206 Fed. Rep. 64, 124 
C. C. A. 194 [Ludwigs v. Payson Mfg. Co., 7 T. M. Rep. 47]), 
this court held, in a case brought for infringement of a patent and 
for unfair competition, by one citizen of Illinois against another 
citizen of Illinois, that, having sustained the patent and infringe- 
ment thereof, it would entertain the charges of unfair competition, 
“which, though in one aspect arising from fraud in trade, in a fairer 
aspect are aggravations of the infringement.” Inasmuch, however, 
as, in the present case, the infringement is not sustained, there are 
no damages to be aggravated. There are a number of cases which 
hold that the charge as to which there is jurisdiction being found by 
the court to be not sustained, whether because of invalidity of the 
patent or want of infringement, the court cannot adjudicate other 
charges, jurisdiction over which depends, alone upon the jurisdiction 
acquired through the main or original charge of the bill. (Elgin Na- 
tional Watch Co. v. Illinois Watch Co., 179 U. S. 665, 667, 21 Sup. 
Ct. 270, 45 L. Ed. 365; Leschen Rope Co. v. Broderick, 201 U. S. 
166, 172, 26 Sup. Ct. 425, 50 L. Ed. 710; Hutchinson, Pierce & Co. 
v. Loewy, 163 Fed. Rep. 42, 90 C.C A. 1; Burt, et al. v. Smith, 71 
Fed. Rep. 163, 17 C. C. A. 573; Spriggs v. Fisher, (D. C.) 222 
Fed. Rep. 964 [5 T. M. Rep. 308]; Bernstein v. Danwitz, (C. C.) 
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190 Fed. Rep. 604 [2 T. M. Rep. 20]; Mecky v. Grabowski, supra; 
Cushman v Atlantis Fountain Pen Co., et al., (C. C.) 164 Fed. Rep. 
95). To the same effect are Warner v. Searle & Hereth Co., (191 
U. S. 195, 24 Sup. Ct. 79, 48 L. Ed. 145), and Schiebel Toy & 
Novelty Co. v. Clark, (217 Fed. Rep. 760, 133 C. C. A. 490 [5 
T. M. Rep. 139]), in which latter case it is explained that the 
records disclosed that in both Globe Wernicke Co. v. Macy Co., 
(119 Fed. Rep. 696, 56 C. C. A. 304), and Sampson Cordage Works 
v. Puritan Cordage Mills, (211 Fed. Rep. 603, 128 C. C. A. 203, 
L. R. A. 1915 F. 1107, [4 T. M. Rep. 225]), decided in the sixth 
circuit diversity of citizenship existed. 

The case of Siler v. L. & N. R. R. Co., (213 U. S. 175, 29 
Sup. Ct. 451, 53 L. Ed. 753), cited in support of the jurisdiction of 
the district court herein. The bill in that case attacked the validity 
of an act of the legislature of Kentucky as in violation of section 1 
of the Fourteenth Amendment and on other grounds, among which 
was the charge that it violated the federal constitution by reason of 
the enormous fines and penalties therein provided for a violation of 
any provisions of the act. The bill also charged that the order 
of the commission created by the act was invalid as violating the 
federal constitution if it was authorized by the statute, and also 
that it was unauthorized by the statute, the latter a local question. 
In its desire to avoid the decision of a constitutional question the 
court proceeded to investigate this last question, holding that it had 
jurisdiction so to do as had the circuit court because of the jurisdic- 
tion upon the other allegations of the bill, and, finding that the 
commission had exceeded its authority, affirmed the decision of the 
circuit court. But while the grounds of attack both on the order 
and the statute were separate and distinct, the subject-matter over 
which the federal court had jurisdiction, their alleged invalidity 
was a single one. And as that charge of invalidity was held to 
have been based, in good faith, on a violation of the federal con- 
stitution, the case holds only that under such circumstances the 
court may determine the question of its validity as well on other 
grounds—grounds which, if they alone had been alleged, would not 


have brought the controversy within the jurisdiction of the federal 








228 SEVEN TRADE-MARK REPORTER 


courts. We do not deem this case on the facts presented authority 
for the proposition contended for on the present case, especially in 
view of the other decisions of the supreme court above referred to. 
The counterclaims herein are distinct and separate causes of action, 
and that of unfair competition may not be dealt with by the federal 
court in the absence of diversity of citizenship. Appellees cite 
Foster’s Federal Practice, (4th Ed.), vol. 1, p. 193, where it is said: 

“After a federal court has acquired jurisdiction, through the existence 
of the necessary difference of citizenship between the original parties, an- 
cillary proceedings may be therein instituted, although parties on the dif- 
ferent sides of the controversy are citizens of the same state, and there is 
no other ground of federal jurisdiction.” 

An examination of the authorities cited by the author for the 
text shows that in every one of them reference is made to some 
special facts—such as the death of a party and substitution of an 
administrator or other change in parties, which facts would not 
oust jurisdiction; or where the res is in the federal court, as a judg- 
ment or a decree attacked, or property in regard to which suit is 
brought, or some situation exists in which suit would not be effective 
outside the particular federal court whose jurisdiction would be 
involved. The excerpt is not, nor was it intended by the author to 
be, an argument in support of the jurisdiction of the federal courts 
in cases such as those here presented. 

For the reasons above stated, that part of the decree of the 
District Court which finds unfair competition and orders an account- 
ing is reversed, with direction to the District Court to dismiss the 
counterclaim for unfair competition for want of jurisdiction, and 
tax the costs one-third to appellant and two-thirds to appellees. 

[Note:—This suit was originally against H. G. Kroncke Hardware 
Company alone. The Diamond Expansion Bolt Company, the manufac- 
turer of the goods sold by the defendant, was made a party defendant 
upon its own motion and interposed counterclaims for unfair competition 
against the plaintiff. On final hearing, the bill of complaint was dismissed 
and judgment awarded to the Diamond Expansion Bolt Company on its 
counterclaims (5 T. M. Rep. 447). From that decision the appeal was 
taken. 

After this decision, defendant, Diamond Expansion Bolt Company, 
applied for relief to the New York State courts. The decision of the 


supreme court at special term granting an injunction follows (7 T. M. Rep. 
261), as does also the opinion of the appellate division of the same court 
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reversing the judgment of the trial court and directing the dismissal of 
the complaint with costs (7 T. M. Rep. 250). 

Three suits of the Diamond Expansion Bolt Company against customers 
of the United States Expansion Bolt Company involving unfair competition 
are still pending in the United States district court for the district of 
Connecticut. These suits are against L. S. Knoek & Company, The Fair- 
banks Company, and North & Judd Manufacturing Company, respectively. 
In these suits preliminary injunctions were awarded against the defendants 
in November, 1915. No further steps have, however, up to the present 
time, been taken in any of these suits]. 


Tue SHREDDED WuHeEat Co. v. THE HumMpHreY CorNeL_t Company 
AND FrepericK H. Towne 


United States District Court 
District of Connecticut, May 2, 1917 


1. Unrain ComMpetition—J UpGMENT—PRrivirty. 

Parties, not formal parties to an action for unfair competition, 
who participate in the trial with the knowledge of the court and of the 
parties of record, are bound by any judgment that is recovered therein. 

2, Unrarr CoMPETITION—PATENTED ARTICLE. 

In a case alleging unfair competition by reason of the imitation 
of the form, shape and size of a shredded wheat biscuit, the fact that 
a process patent and a design patent covering the biscuit have expired 
does not affect the question of unfair competition, when neither patent 
had anything to do with the form, shape or size of the biscuit. 

3. Unrarr Competition—ImitTatTinG ConTAINERS. 

The carton and the shape, size and color of the plaintiff's product, 
together with the words “Shredded Wheat” and “Shredded Whole 
Wheat” have been used so long and so exclusively on the plaintiff's 
product, in the trade and to the purchasing public, that the carton, 
the words, and the article itself have each and all come to mean that 
the article made or sold as “Shredded Wheat” or “Shredded Whole 
Wheat” is the plaintiff's product, and the law clearly imposes upon the 
defendants the burden of being required to use the carton, and the 
words, and the article itself, with sufficient distinguishing marks to pre- 
vent the purchasing public from being deceived into buying the de- 
fendants’ product as and for the plaintiff's product. 

4. Unrar Competition—INJUNCTION. 

The purpose to be effected by an injunction in cases of unfair 
competition is not primarily to protect the purchaser, but to secure to 
the manufacturer the profit to be derived from the sales of his goods 
to all who may desire and intent to purchase them. 


In equity. Decree for complainant. 
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Charles K. Offield, of Chicago, Ill., William C. Breed, and 
Frederick I. Allen, both of New York City, and George D. 
Seymour, of New Haven, Conn., for plaintiff. 

John R. Nolan and James H. Griffin, both of New York City, 
David Tice, of Batavia, N. Y., and Arthur Keefe, of New 


London, Conn., for the defendants. 


Tuomas, District Judge: This is a suit in equity charging 
the defendants with unfair trading and is now before the Court on 
final hearing upon pleadings and proofs. 

The gravamen of the bill is contained in the fourth and fifth 
paragraphs which read as follows: 


“that from the beginning of the manufacture of whole wheat biscuit by 
your orator’s predecessors and continuously to the present time your 
orator has manufactured for sale and consumption such biscuit in a par- 
ticular and peculiar shape and form, that such biscuit was produced and 
baked so as to present a distinguishing eye appearance at once recognized 
by the configuration of such biscuit from any other form of food product 
ever before manufactured either from wheat or any cereal of similar or 
allied purpose—that the whole wheat biscuits of your orator were com- 
posed and built up of wheat fashioned in peculiar form laminated in 
structure and appearance, and to which your orator has attached the 
fanciful name of ‘shreds’; the biscuit as completed in final form being a 
rectangular flattened oval with rounded sides or edges and sharply severed 
ends, being a biscuit browned in appearance as to its upper face and ren- 
dered crisp and palatable as to its separate parts in baking.” 

“5. That during nearly a quarter of a century that your orator has 
formed and baked its whole wheat biscuit product in the form and condi- 
tions above recited and identified, said biscuits have become known for a 
long period of years past to the using and purchasing public by reason 
alone of the particular form, shape and structure of the individual biscuit 
itself as above described; your orator averring that for many years past 
such whole wheat biscuit of your orator has come to have and now has a 
secondary significance and meaning to the purchasing public by reason of 
the facts above set forth, and to thus mean and signify only the product 
and biscuit output of your orator; your orator averring that when your 
orator’s said biscuit product is separated from your orator’s carton and 
advertising matter, and standing alone without other means of identification 
—your orator’s said biscuit has come to have the meaning and significance 
of the product and output only of your orator’s plant.” 


The defenses pleaded at length may be summarized as follows: 


“1. That the form, size, color and appearance of the biscuits (plain- 
tiff's and defendants’) involved in this controversy result from, and are 
essential to, the economic manufacture of a commercial biscuit from 
shredded whole wheat. * * * 

2. That the defendants’ biscuit is composed of shredded whole wheat, 


ita 
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the physical characteristics of which are such that the biscuit cannot be 
directly branded or stamped with the name or trade-mark of the maker. 

3. That to enclose the individual biscuits of the defendants in an 
envelope or wrapper would be commercially prohibitive by reason of the 
increased cost of that procedure. 

4. That the defendants’ biscuit is not labeled or dressed in simulation 
of plaintiff's product; but, on the contrary, the dress of the defendants’ 
product is most decidedly individual and diStinctive. 

5. That the defendants’ biscuit is a patent-expired product. 

6. That the size, form, shape, color and appearance of plaintiff's 
biscuit were not adopted or selected for the purpose of pointing to the 
origin or ownership of the article, but are the natural characteristics of a 
shredded wheat biscuit, made in full accordance with patent-expired 
machines.” 

So that the issue to be here determined is this—Are the de- 
fendants guilty, in view of the facts in the case, of unfair competi- 
tion in trade in selling a biscuit of substantially the same size, 
form, color and appearance as that of the plaintiff? 

The bill of complaint, as it was originally filed, named five 
defendants—The Ross Food Co., a New York corporation, Andrew 
Ross, Ralph Valentine, The Humphrey Cornell Co., a Connecticut 
corporation, and Frederick H. Towne. Of these defendants the 
first three have been dropped on motions challenging the jurisdic- 
tion of the Court, and the action has been continued and is now 
pending against the defendants The Humphrey Cornell Co. and 
Frederick H. Towne, as to both of whom the Court has retained 
jurisdiction. Although the defendants named in the bill as origi- 
nally filed, other than The Humphrey Cornell Co. and Towne, are 
not parties to this action, they must, by reason of their subsequent 
participation in the trial with the knowledge of the Court and of all 
parties to the record as was the case here, be held to be privies 
to any judgment which may be recovered herein and will be fully 


bound thereby. (Souffront v. Compagnie Des Sucreries, 217 U. S. 
175, 486; Washington Gas Co. v. District of Columbia, 161 U. S. 
316). 

The facts as developed by the evidence are as follows:—the 
plaintiff is the successor in business of the Cereal Machine Co., : 
Colorado corporation organized in 1893 by Henry D. Perky, the 
founder of the business. The shredded wheat product, so-called, 


of the plaintiff is now, as it always has been, made from whole 
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wheat of the highest grade and quality, and with great skill, in 
the plaintiff's plant in Niagara Falls, N. Y.—the sanitary and 
mechanical methods of which in all of their appointments are of 
superlative excellence. The product retains the body and substance 
of the whole wheat in final biscuit form, and is at once recognized 
by the configuration of the biscuit from all other forms of food 
products ever before manufactured from wheat or any cereal of 
similar or allied character. 

The whole wheat berry is thoroughly cooked by boiling with- 
out destroying the berry form, and then all parts of the individual 
berry are swaged and commingled together by passing through 
grooved rollers from which they are discharged in the form of long 
fine filaments or threads of porous character having a rough ex- 
terior so that they are adapted to and do adhere together when 
being massed to form loaves or biscuits, and the food as discharged 
from the rolls is ready for use without further cooking, or it can be 
shaped for baking in various ways. After it is discharged from 
the rolls it is baked a golden brown, twelve biscuits are packed in 
a carton, thirty-six (36) cartons in each case, and the product is 
shipped to the wholesale grocer who in turn sells it to the retail 
grocer and he to the ultimate consumer. 

The plaintiff's product was protected by two patents, one for 
bread and the method of preparing the same—No. 548,086, dated 
October 15, 1895, and which accordingly expired October 15, 1912— 
and the other design patent—No, 24,688 dated December 17, 1895, 
for fourteen years and which accordingly expired December 17, 
1909. Since the expiration of these patents, with the exception 
of the defendants and those in privity with them, the plaintiff has 
been the only person using this particular form, shape, color and 
size of shredded wheat biscuit, all of which features have been 
appropriated by the plaintiff. 

An enormous trade in these biscuits has been built up and 
established all over the world by the plaintiff as the result of a 
long campaign covering a period of about fifteen years by vigorous 
and expensive advertising. So great has been the advertising ex- 
pense that in 1914 between $800,000, and $1,000,000 was expended. 
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The business has steadily and consistently increased from year to 
year. In 1901 the number of individual biscuits produced and sold 
amounted to 175,000,000 and this production constantly increased 
until in 1915 it amounted to approximately 500,000,000 biscuits. 
In other words, the gross business increased from about $1,250,000 
in 1901 to over $4,000,000 in 1915. 

The ultimate consumer, whether in private homes, boarding 
houses or at hotels and restaurants, only knows the individual bis- 
suit to which he has become accustomed, and never sees the package 
in which it is offered for sale by the retailer. 

Some six years after the expiration of the design patent, Ross, 
Towne and Valentine, who had been in the employ of the plaintiff 
and were familiar with the manufacturing processes and business 
and advertising and trade policies of the plaintiff, organized The 
Ross Food Co., a New York corporation located at Batavia, for the 
purpose of entering into competition with the plaintiff, although 
there was then and for quite a time previous thereto had been, other 
forms of shredded wheat biscuit which could be and were easily 
identified from the product of the plaintiff and its predecessor. 

Towne, who is a stockholder in, and the New England agent 
for The Ross Food Co., thereupon solicited The Humphrey Cornell 
Co., a wholesaler and jobber in this District, to distribute the 
product of The Ross Food Co., throughout Connecticut, Rhode 
Island, and parts of New York which The Humphrey Cornell Co. 
undertook to do and did do, and the defendants’ product was sold 
by The Humphrey Cornell Co. and Towne to the retail trade in the 
territory named, but in very small quantities. 

The visual appearance of the defendants’ product as it is made 
and served is exactly like that of the plaintiff in shape, size, color 
and form, all of which were adopted by the plaintiff not because of 
anv inherent or functional advantage or value resulting therefrom 
but purely as a matter of accident resulting from the size and shape 
of the rolls of the plaintiff's machinery from which it was discharged 
ready for use. Indeed, there is an apparent disadvantage in the 
shape and size of the product as made by the plaintiff and copied 


by the defendants, as a circular biscuit would be much more adapt- 
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able to a saucer or bowl than is one of oblong form, and a very 
different general appearance would be just as advantageous as the 
defendants’ unless they desired, in copying it exactly, to get away 
the plaintiff’s customers. 

Although the carton or package containing the defendants’ 
biscuit is of an entirely different shape and color from that of the 
plaintiff’s carton, there is, nevertheless, printed upon the face of 
defendants’ package a picture of a shredded wheat biscuit which 
is an exact reproduction of plaintiff's product, and although the 
defendants’ characterize their product as “Ross’s Whole Wheat 
Biscuit,’ they do not in any other way show or attempt to show 
that their product is not that of the plaintiff, and the individual bis- 
cuit of the defendants, when disassociated from the carton, bears 
no mark, stamp, brand, or tag whereby the individual consumer can 
be informed that it is not the plaintiff's product. The machinery 
used by The Ross Food Co. in the manufacture of its product is 
substantially copied from that used by the plaintiff in building up 
and carrying on its trade. Moreover, the plaintiff's product has 
been particularly recognized solely by reason of the form, shape, 
size and color of the individual or unit biscuit, and through the per- 
sonal efforts of the plaintiff's officers and salesmen, the plaintiff's 
business has been so directed and conducted as to definitely fix and 
impress this fact upon the public. 

The vital and indeed the sole question of defense is—have the 
plaintiff's patents taken the case out of the law of unfair competi- 
tion, and are the size, shape and color of the plaintiff's product, 
together with the identifying name and dress open to the public 
upon the expiration of the monopoly granted by these patents? If 
this were a case of a technical trade-mark purely it would be con- 
trolled by the authority of Singer Mfg. Co. v. June Mfg. Co., (163 
U.S. 169) ; Centaur Co. v. Heinsfurter, (84 Fed.955) ; and Linoleum 
Manufacturing Co. v. Nairn, (7 Ch. Div. 834). But it is not. It 
is exclusively a case of unfair competition which involves something 
more than a generic name by which the object has become known 
to the public, and which also involves rights not covered by or 
included in the monopoly of either of the patents relied on. The 
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invention of the patent for the bread and its method of manufacture 
relate exclusively, as the specification states, to 

“the production of an article of food or bread, consisting of externally- 
rough porous threads or filaments of wheat or similar grain, having the 
outer nutrition bran and gluten of the entire berry visibly mingled with the 
interior starchy portion thereof and adapted by their composition of entire 
grain-berries and their rough and porous thread-like or shred-like form to 
constitute, without other shortening or aeration, bread of especially light 
and wholesome character.” 

and its consists 


“in the novel art or method of preparing the grain or berry and reducing 
it to form without taking from the grain any of the beneficial qualities 
provided by nature and presenting the same in convenient form for service 
as a superior article of food without the aid of experts or skilled labor 
now required to produce palatable bread.” 

Its feature of patentable novelty wherein it is distinguished 
from the prior art lies in the fact that the wheat is taken in the 
whole berry form, and, after being cleaned and thoroughly washed, 
is boiled until cooked without destroying the whole or individual 
form of the berry, and the sinuous form and rough or jagged ex- 
terior shape of the filaments are designed to provide small interstices 
throughout the mass whereby the bread is thoroughly aerated and 
made very light, and the food is discharged from the rolls ready for 
use without further cooking or it is shaped for baking in various 
ways—is pure wheat, and the parts of the berry are given to the 
consumer in attractive form without the chemical change set up 
therein by the use of ferments or other foreign ingredients. More- 
over, the claims of the patents are strictly limited to the features 
recited. Claim 1, which is for the product, is:— 


“1. A food or bread compased of superposed or massed layers or 
deposits of dry, externally rough, porous, sinuous threads or filaments of 
cooked whole wheat containing intermixed the bran, starch and gluten of 
the entire berry, and which is absolutely free from leavening or raising 
material, or their products.” 


Claim 2, which is for the process, is :— 


“2. The process of reducing cereals for food, consisting first, in cook- 


ing the grain with salt, after it has been thoroughly cleaned, without de- 
stroying the whole berry form, second, partially drying the grain with 
constant agitation until its interior and exterior portions are of substantially 
the same consistency, and finally, compressing the grain to intimately com- 
mingle the outer or bran coats, gluten layers, and starchy, interior portions 
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in the form of porous, rough filaments or threads, substantially as de- 
scribed.” 

It will be seen from a careful reading of the specification and 
claims of this process patent that it has nothing to do whatsoever 
with the form or shape or size of the biscuit, and so far as this 
patent is concerned it was open to the defendants upon its expira- 
tion, to make and sell a whole wheat biscuit without copying in any 
way the form, shape, size or color of the plaintiff’s biscuit as dis- 
closed in the process patent. 

The design patent, as the specification states 


“has relation to a certain new and original design for biscuits; and it 
consists in the novel form and configuration thereof, as hereinafter de- 
scribed, and shown in the accompanying drawings.” 


The specification then goes on to state that :— 


“The leading feature of the design consists in a biscuit, which presents 
a fibrous interstitial appearance, showing superimposed layers or irregular 
interlacing threads or filaments, which are wound or disposed in such 
loose relation to each other that the threads or filaments of the inner layers 
are visible from the surface to a greater or less degree through the inter- 
stices of the outer layers. The general form of the biscuit shown in the 
drawings, when viewed in plan, is that of a parallelogram, and when viewed 
in end elevation or cross-section is a flattened oval with slight creases 
along the longitudinal edges, its distinguishing characteristic being mainly, 
as above stated, its fibrous interstitial appearance.” 

The design patent has nothing to do with the form, shape or 
size of the biscuit, and the distinguishing characteristic of the de- 
sign was “its fibrous, interstitial appearance.” I am _ therefore 
impelled to the conclusion that neither of these patents, nor, indeed, 
any of the other patents offered in evidence and which are purely 
mechanical, take the case out of the law of unfair competition. The 
fact is beyond cavil that the carton and the shape, size and color of 
the plaintiff's product, together with the words “Shredded Wheat” 
and “Shredded Whole Wheat’? have been used so long and so 
exclusively by the plaintiff as to designate, with reference to the 
plaintiff’s product, in the trade and to the purchasing public, that 
the carton, the words, and the article itself have each and all come 
to mean that the article made or sold as “Shredded Wheat’ or 
“Shredded Whole Wheat” is the plaintiff's product. Hence the 


ease falls directly within the ruling of Lord Herschell in Reddaway 
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v. Banham, (L. R. Appeal Cases [1896] 199) of a descriptive word 
used so “as to induce in purchasers the belief that they are getting 
the goods of the manufacturer who has heretofore employed it as 
his trade-mark.” And if that is the case the law clearly im- 
poses upon the defendants the burden of being required to use the 
carton, and the words, and the article itself with sufficient dis- 
tinguishing marks to prevent the purchasing public from being de- 
ceived into buying the defendants’ product as and for the plaintiff's 
product. 

There is nothing in the Singer case or in any of the other 
authorities which is in any way inconsistent with this conclusion. 
In the Singer case where the right of the defendant to use the name 
“Singer” in relation to sewing machines was established, it was 
coupled with the restriction that in so doing it must be made clearly 
and unmistakably to appear that the machines were manufactured 
by others than the complainants. Although the right to manufac- 
ture Singer sewing machines had become public property by the 
expiration of the patents, nevertheless the right of the original 
manufacturers to be protected from fraudulent imitation of the 
indicia by which Singer machines made at their establishment had 
been known to the trade was upheld without regard to the fact 
whether these devices had been adopted during the life of the patent 
or after its expiration. Mr. Justice White, in delivering the opinion 
of the Court in Singer Mfg. Co. v. June, (163 U. S. 169, 197), 
quotes with approval from Pouillet, Brevets d’Invention, Nos. 327, 


328, as follows :— 


“The expiration of a patent has for its natural effect to permit every 
one to make and sell the object patented; and it has also for effect to 
authorize every one to sell it by the designation given it by the inventor, 
but upon the condition in every case not, in so doing, to carry on unfair 
competition in business (Concurrence De Loyal) against him * * *.” 


And the closing paragraph of his opinion in Singer Mfgq. Co. v. 
Bent, (163 U. S. 206), is as follows: 


“There is no doubt that the marks were imitations of those used by the 
Singer Company and were intended to deceive, and were made only seem- 
ingly different to afford a plausible pretext for asserting that they were 
not illegal imitations, although they were so closely imitative as to deceive 
the public. The defendant therefore must be treated as if he had actually 
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used the Singer marks. So treating him, however, we should be obliged to 
allow the use of the name ‘Singer,’ since that name, as we have already 
held in the case just decided, fell into the domain of things public, subject 
to the condition on the one who used it to make an honest disclosure of the 
source of manufacture.” 

In Centaur Co. v. Killenberger, (87 Fed. 725), it was held, 
notwithstanding the rule laid down in the Singer cases, that dis- 
tinctive labels long used on patented articles do not become free to 
the public on the expiration of the patent, and that where plaintiff's 
package and label are not exactly imitated by defendant, but are made 
so nearly like it in general appearance that one is apt to be mistaken 
for the other by intending purchasers, and that a close inspection 
is necessary to distinguish them, the use of the label by the defend- 
ant or of one substantially similar thereto will be enjoined. To the 
same effect is Centaur Co. v. Neathery, (([C. C. A.], 91 Fed. 891), 
in which it was held that while the right to manufacture ‘“Castoria”’ 
according to a patented process or formula, and the right to sell the 
manufactured article under the name “Castoria” is free to the world 
since the expiration of the patent, yet, in placing it upon the market, 
the new manufacturer must clearly identify his goods and not engage 
in unfair competition, nor do anything which will tend to deceive the 
public, and induce it to purchase his goods under the belief that they 
are those it has been accustomed to purchase under the same name. 

This view of the law, and particularly in its aspect pertinent 
to the case at bar is admirably stated in G. & C. Merriam Co. v. 
Saalfield, (198 Fed. 369 [2 T. M. Rep. 443]), by the Circuit Court 
of Appeals for the Sixth Circuit. It was there distinctly held that 
on the expiration of a patent or copyright, the situation arising 
with respect to the use by others of the name of the patented article 
or copyrighted book cannot be differentiated from that arising with 
respect to the use of any other descriptive word; and that, while any 
subsequent maker of the article or publisher of the book, has the 
right to use the name, because it has come to be a word of apt de- 
scription, if, by reason of its long and exclusive use by the original 
maker or purchaser, it has come to be indicative of his product, and 
he continues its use, he is entitled to protection against unfair com- 


petition in such use, and the right of another to use it is qualified by 



































SHREDDED WHEAT CO. V. HUMPHREY CORNELL CO., ET AL. 239 


the requirement that he must accompany it with an explanation 
which will unmistakably inform the public that the article or book 
is of his production. 

In the same case—Merriam v. Saalfield—which again came 
before the Circuit Court of Appeals on appeal from decrees entered 
in purported compliance with the mandate contained in 198 Fed. 
369 [2 T. M. Rep. 443], the Court reiterated its views in an opinion 
handed down January 13, 1917, and found in 238 Fed. 1 [7 T. M. 


Rep. 110], and said on page 8, 


“It is not of controlling importance to the true application of the 
secondary meaning theory that the public should appreciate the personal 
identity of the manufacturer. The deception involved in every such case, 
as in a trade-mark case, is said to be a deception as to the origin of the 
goods; but this is a formula for expressing the ultimate result. With 
reference to articles which have trade-names, it is the article itself and its 
good qualities which the public appreciates and which cause it to desire 
to get the genuine article made by the manufacturer who has established 
its reputation, rather than something made by some one else. Particularly 
under present-day conditions, the purchasing public may have a fixed pur- 
pose to buy a given article and not a substitute therefor, and yet be quite 
ignorant whether the genuine article is made by one or another manu- 
facturer. Even under earlier conditions, the purchaser of “Stone Ale” or 
“Camel’s Hair Belting” or “Glenfield Starch” very likely knew as little as 
he cared about the personal identity of the maker.” 


In Jenkins Bros. v. Kelly & Jones Co., (227 Fed. 211 [6 T. M. 
tep. 53]), a case of unfair competition arising after the expiration 
of patents on the plaintiff's goods, it was held that courts do not 
decide misleading markings on manufactured goods, the patent on 
which has expired, by the caveat exemptor rule of buyer and seller, 
but on the theory that a buyer who has become accustomed to a 
particular article is entitled to be unmistakably informed that a 
person other than the former maker is manufacturing the same, and 
that the rights of rival makere are not the only thing to be con- 
sidered. Judge Buffington, delivering the opinion of the Court said, 
on page 213: 

“From this it will be seen that the sum and substance of the marking 
is not the mere literal, physical stamping, printing, or engraving of the 
maker’s name on an article which in the public mind is associated with 
another’s business, but the name must be accompanied with such indica- 


tions that the thing manufactured is the work of the one making it as will 
‘unmistakably inform the public of that fact.” 
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I am convinced that the plaintiff is entitled to an injunction 
and the only question is as to the extent to which it shall go. In 
view of the circumstances of the case taken in connection with the 
settled practice obtaining in this Circuit, the terms of the injunction 
will be settled before its issuance and in order to avoid any further 
argument on this question, the terms of the injunction order, together 
with the reasons for the same, are set forth at length. 

First.—The purpose to be effected by an injunction in cases of 
unfair competition is not primarily to protect the purchaser, but to 
secure to the manufacturer the profit to be derived from the sales 
of his goods to all who may desire and intend to purchase them. 
It is the liability to injury and an actual infringement which the 
remedy may be invoked to prevent. (Williams v. Brooks, 50 Conn. 
278, 279; T. A. Vulcan v. Meyers, 1389 N. Y. 364; N. K. Fairbank 
Co. v. Luckel, King & Cake Soap Co., 102 Fed. 327). 

Second.—The plaintiff is entitled to an injunction restraining 
the use of the pictorial representation of the plaintiff's biscuit on 
the defendants’ carton. While it is true that upon an examination 
and comparison of the two cartons, side by side, substantial dif- 
ferences will be found, the outstanding fact is that the defendants 
have placed upon their cartons a pictorial representation of a 
shredded wheat biscuit, which is an exact copy of plaintiff’s biscuit, 
so that one is apt to be mistaken for the other, in which case a care- 
ful inspection is necessary to distinguish them, unless there is 
marked thereon words which clearly specify that the product con- 
tained therein is the product of the defendant or other manufacturer 
and not the product of the plaintiff. Even the good faith of the de- 
fendant—if it existed, and I don’t believe it did—would be imma- 
terial, and the fact that careful buyers may not be deceived is of 
no consequence, as such fact would only show that the injury is less, 
not that there is no injury. Another class of purchasers may be de- 
ceived, and if they may be, the plaintiff is entitled to an injunction. 
(Collinsplatt v. Finlayson, 88 Fed. 693; Meriden Britannia Co. v. 
Parker, 39 Conn. 450; International Silver Co. v. Rogers Corpn., 67 
N. J. Eq. 646, 650; Reading Stove Works v. S. M. Howes Co., 201 
Mass. 437; Lever v. Goodwin, L. R. 36 Ch. Div. 1; Sazlehner v. 
Eisner & Mendelson Co., 179 U. S. 19, 41; New England Awl & 
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Needle Co. v. Marlborough Awl & Needle Co., 168 Mass. 154). 
The case is one where no amount of diligence on the part of the 
plaintiff can or would guard against the injury. (Meriden Britan- 
nia Co, v. Parker, supra). 

As was said by Mr. Justice Bradley in Celluloid Mfg. Co. v. 
Cellonite Mfg. Co., (32 Fed. 94, 97) 


“Similarity, not identity, is the usual recourse when one party seeks 
to benefit himself by the good name of another.” 


The controlling principle is well stated by Lord O'Hagan in 
Singer v. Wilson, (3 L. R. Appeal Cases, 376), in the following 
words: 


“I think we should be cautious in holding that although a person of 
ntelligence and observant habits might, in a case like this, by exercising 
reasonable vigilance, escape misleading, there should be no restrictive in- 
terference to prevent others from being misled. It is a question of degree, 
of more or less; there can be no rigid rule, and the special facts must be 
considered in every case. There are multitudes who are ignorant and 
unwary, and they should be regarded in considering the interest of traders 
who may be injured by their mistakes. If one man will use a name, the 
use of which has been validly appropriated by another, he ought to use 
it under such circumstances and with such sufficient precautions that the 
reasonable probability of error should be. avoided, notwithstanding the want 
of care and caution which is so commonly exhibited in the course of human 
affairs.” 


Judge Lacombe, speaking for the Circuit Court of Appeals for 
this Circuit, in Enterprise Mfg. Co. v. Landers, Frary ¢& Clark, 
(131 Fed. 240, 241), said: 

“A court of equity will not allow a man to palm off his goods as those 
of another, whether his misrepresentations are made by word of mouth, or, 
more subtly, by simulating the collocation of details of appearance by 
which the consuming public has come to recognize the product of his 
competitor.” 

The test in all cases of this kind is—has the ensemble come to 
ve a public guaranty of origin and quality? (Enoch Morgan’s Sons 

v. Ward, 152 Fed. 690). 

Third.—The plaintiff is entitled to an injunction restraining 
the use by the defendants of the words “Shredded Wheat” and 
“Shredded Whole Wheat” unless the defendants mark their pack- 


ages and product so as to clearly and unmistakably specify that the 





242 SEVEN TRADE-MARK REPORTER 


same is the product of the defendant or other manufacturer and 
not the product of the plaintiff. 

In view of all the circumstances of the case as set forth in the 
proofs, it seems reasonably clear that the words “Shredded Wheat” 
and “Shredded Whole Wheat,” although in a way abstract in char- 
acter, have become associated with the goods of the plaintiff in par- 
ticular, and have come to mean the plaintiff’s goods alone. While 
it may be conceded that they could not be adopted as a technical 
trade-mark because descriptive, nevertheless, they necessarily and 
naturally point to the source or origin of the product and indicate 
an identity between the plaintiff and the names in question. The 
rule on this subject was forcibly stated by Lord Herschell in Red- 


daway v. Benham, (supra, 210), in the following words: 


“The name of a person, or words forming part of the common stock 
of language, may become so far associated with the goods of a particular 
maker that it is capable of proof that the use of them by themselves with- 
out explanation or qualification by another manufacturer would deceive 
a purchaser into the belief that he was getting the goods of A when he was 
really getting the goods of B.” 

The natural presumption is that the defendants expect to de- 
rive benefit from the name and to secure buyers from among those 
who had bought and used the plaintiff's product, and it may be 
justly assumed that the defendants by the use of these words intend 
to mislead, and not in good faith to convey information, and this 
assumption carried to its logical conclusion means that the defend- 
ants’ acts are likely to accomplish what the defendants intended 
they should. (Wotherspoon v. Currie, L. R. 5 House of Lords, 
508; Keller v. Goodrich Co., 117 Ind. 556; R. Heinisch’s Sons Co. 
v. Boker, 86 Fed. 765). This rule has been generally adopted by 
the American courts. (Herring-Hall Marvin Safe Co. v. Hall’s 
Safe Co., 208 U. S. 554; Standard Varnish Works vy. Fisher, 
Thorsen & Co., 153 Fed. 928; Cady v. Schultz, 19 R. I. 193; 
Hansen v. Siegel-Cooper Co., 106 Fed. 691; American Waltham 
Watch Co. v. U. 8S. Watch Co., 173 Mass. 85). And the question 
in all of these cases is not whether the plaintiff has a property in 
the words or name, but whether or not the defendants have sought 


to prevail on purchasers to buy their goods believing they were 
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getting the goods made by the plaintiff; and if the plaintiff can 


prove that the term in question has, in addition to its usual meaning 


descriptive of the kind of goods made by the plaintiff, the further 
meaning that such goods are the particular goods made by the plain- 
tiff, and that the public understands this name to refer only to goods 
made by the plaintiff, and that the defendant has used the name 
in order to attract to himself that custom which, without the im- 
proper use of such names would have flowed to the plaintiff—the 
plaintiff is then entitled to an injunction. (J’an Horn v. Coogan, 
N. J. Eq. 380). 

As pointed out in Merriam vy. Saalfield, supra—there is nothing 
abstruse or complicated about this theory although its application 
may sometimes be difficult. Judge Denison said, page 373: 


“It contemplates that a word or phrase originally, and in that sense 
primarily, incapable of exclusive appropriation with reference to an article 
on the market, because geographically or otherwise descriptive, might never- 
theless have been used so long and so exclusively by one producer with 
reference to his article that, in that trade and to that branch of the pur- 
chasing public, the word or phrase had come to mean that the article was 
his product; in other words, had come to be, to them, his trade-mark. So 
it was said that the word had come to have a secondary meaning, although 
this phrase, ‘secondary meaning,’ seems not happily chosen, because, in the 
limited field, this new meaning is primary rather than secondary; that is 
to say, it is, in that field, the natural meaning. Here, then, is presented a 
conflict of right. The alleged trespassing defendant has the right to use 
the word, because in its primary sense or original sense the word is de- 
scriptive; but, owing to the fact that the word has come to mean, to a 
part of the public, something else, it follows ,that when the defendant 
approaches that same part of the public with the bare word, and with 
nothing else, applied to his goods, he deceives that part of the public, and 
hence he is required to accompany his use of the bare word with sufficient 
distinguishing marks normally to prevent the otherwise normally resulting 
fraud.” 


In Elgin Nat’l Watch Co. v. Illinois Watch Co., (179 U. S. 
665), Chief Justice Fuller in writing the opinion of the Supreme 
Court said on page 673: 


“But it is contended that the name ‘Elgin’ had acquired a secondary 
significance in connection with its use by appellant, and should not, for 
that reason, be considered or treated as merely a geographical name. It 
is undoubtedly true that where such a secondary signification has been 
acquired, its use in that sense will be protected by restraining the use of the 
word by others in such a way as to amount to a fraud on the public, and 
on those to whose employment of it the special meaning has become at- 
tached. In other words, the manufacturer of particular goods is entitled 
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to the reputation they have acquired, and the public is entitled to the means 
of distinguishing between those, and other, goods; and protection is accorded 
against unfair dealing, whether there be a technical trade-mark or not.” 

Then follows a succinct statement of the rule applicable in 
cases of unfair competition which is particularly pertinent here. 
The Chief Justice said—‘‘The essence of the wrong consists in the 
sale of the goods of one manufacturer or vendor for those of 
another.” 

Fourth.—As the defendants’ product has been copied in its 
entirety from that made by the plaintiff, the plaintiff is entitled to 
an injunction restraining and enjoining the defendants from manu- 
facturing or selling whole wheat biscuit in the form, shape, size, and 
color of the plaintiff’s biscuit or in any imitation thereof, unless 
there is marked on each biscuit words which clearly and unmistak- 
ably specify that the same is the product of the defendants or 
other manufacturer or vendor, and is not the product of the plaintiff. 

The evidence shows cases of actual deception as well as a 
liability to such deception, and it also shows a particular kind of 
product attaching to the personality of the maker. George G. Fox 
Co. v. Glynn, (191 Mass. 344), and George G. Fox Co. v. Hathaway, 
(199 Mass. 99), are much in point. In these cases the plaintiff 
was the first to manufacture a particular kind of bread, using in 
it milk and malt and applying to it as a trade-name, the word 
“Creamalt.” The bread was made in an oval loaf, unusual in shape 
and size, and having a peculiar broken and glazed surface so as to 
produce an odd visual appearance. This combination of external 
characteristics was neither economical nor necessary, and nothing 
similar was in use by defendants. The defendants then began to 
make similar bread, calling it “Crown Malt,” and imitating the size 
and form of the loaf, and then also, with a slight difference, the 
peculiar appearance of the surface, and a label resembling that used 
by the plaintiff was attached to the loaf. A band was put around 
the loaf by both plaintiff and defendant, the former calling his 
product “Fox’s Creamalt,” the latter naming his “Hathaway’s Log 
Cabin Bread.” This band was easily removable by retail dealers. 


It also clearly appeared that the defendant’s legitimate business 


4 
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could be conducted properly without giving its wares this distinctive 
misleading appearance. It was held in the Glynn case that the 
plaintiff was entitled to an injunction for the reason that in a suit 
in equity by one wholesale dealer against another to restrain unfair 
competition and trade consisting of an imitation of the plaintiff's 
trade-name and of the appearance of his goods, it is no defense 
that the defendant does not mislead or intend to mislead the retail 
dealers to whom he sells, if he knowingly places in the hands of the 
retail dealers an instrument of fraud with which they may deceive 
the public. In delivering the opinion of the Court, Chief Justice 
Knowlton—(pp. 349, 350)—said: 

“But goods often come to be known as of a particular manufacture, 
and acquire a valuable reputation, by means of a designation that could 
not be made the subject of a trade-mark, because others may have occa- 
sion to make some use of the words or marks chosen. It is important to 
every one who has acquired a valuable good will in his business in that way, 
to have it protected, as his other property is protected. Jt is also impor- 
tant to the public to be able to recognize articles of manufacture as pro- 
duced by a known and trustworthy maker, through the appearance by 
which they have come to be known.” 

In the Hathaway case the facts relied upon by the plaintiff to 
prove its case were substantially as they were stated in the Glynn 
case, although it was claimed by the defendants that their loaf was 
without the label and was therefore easily distinguished from the 
plaintiff's loaf, inasmuch as the two loaves were conspicuously 
distinguished by their labels. A small label bearing the name 
“Creamalt”’ was pasted upon the plaintiff’s loaf and a broad paper 
band bearing the names “Hathaway’s Log Cabin Bread, Malted” 
encircled the defendant’s loaf. It was held that the principles which 
were stated in the Glynn case were applicable, and that the use by 
the plaintiff of the combination of the size, shape, color and con- 
ditions of the surface to produce a general visual appearance for 
its loaf of bread made in part of malt and milk, gave it substantial 
rights, particularly as there were no intrinsic advantages in the 
combination which produced this general visual appearance, and 
that a very different general appearance would be just as advan- 


tageous to the defendants unless they wished, by deceit, to get away 
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the plaintiff's customers. In the opinion—page 102—the Court 
said: 


“The plaintiff had no exclusive right in any one of the features of the 
combination, and if the defendants had required the use of this combina- 
tion for the successful prosecution of their business, they would have had 
a right to use it, by taking such precautions as would prevent deception of 
the public and interference with the plaintiff's good will. But the evidence 
shows that the defendants had no occasion to use this combination, and 
therefore they were not justified in producing an imitation of the plaintiff’s 
loaves, the natural effect of which would be to deprive it of a part of its 
trade through deception of the public. There are numberless shapes and 
sizes in which loaves of bread may be produced, and various peculiarities 
of appearance in color and condition of surface. These that the defendants 
adopted had been combined to distinguish the plaintiff's Creamalt bread, 
and it was the duty of other manufacturers to recognize this fact. Not, 
indeed, to the abandonment of their right to do what was reasonably neces- 
sary to success in the management of their own business; but to the extent 
of so conducting their business as not unreasonably and unnecessarily to 
interfere with the plaintiff’s business through deception of the public.” 


If the shape and form of the plaintiff's product, and which the 
defendants have copied, were purely functional, that is, if they had 
certain elements of value for use and sale which were peculiar to 
that form, a different question would be presented, but no such con- 
dition or features attach to the plaintiff's or defendants’ product, 
and as has been pointed out, the form of the biscuit made by the 
plaintiff was, at the outset, a matter of accident, and, indeed, a 
much more convenient form could have been chosen. 


as in all eases of like kind—is not 





The vital question here 
whether dealers are liable to be deceived in buying from the manu- 
facturer or wholesaler, but whether the user is liable to be misled 
in buying from the retailer. This distinction is well borne out and 
sustained by the Circuit Court of Appeals for this Circuit in Enter- 
prising Mfg. Co. v. Landers, Frary & Clark, (supra); Yale & 
Towne Mfq. Co. v. Alder, (154 Fed. 37); Rushmore v. Manhattan 
Screw & Stamping Works, (163 Fed. 939); Rushmore v. Badger 
Brass Mfg. Co., (198 Fed. 379 [2 T. M. Rep. 489]); Rushmore 
v. Saxon, (170 Fed. 1021); and by Mr. Justice Bradley in Putnam 
Nail Co. v. Bennett, (43 Fed. 800); in an opinion which is quoted 
from with favor by the Supreme Court in Lawrence Mfg. Co. v. 
Tennessee Mfg. Co., (138 U. S. 537, 549). Another well con- 
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sidered and instructive case sustaining this view is Banzhaf v. 
Chase, (150 Cal. 180). 

The evidence shows sales by The Humphrey Cornell Co. of a 
very small amount of the defendants’ product, on which the profits 
were negligible. Although the plaintiff would be entitled to an 
accounting to recover not only the amount equivalent to defendants’ 
profits, but also any losses to its own business resulting from the 
unfair competition, if such losses could be shown, I am inclined to 
the view that the profits and damages together will be too small to 
justify the expense of taking an account, and upon the authority of 
Sazlehner v. Eisner & Mendelson Co., (88 Fed. 61), and National 
Distilling Liquor Co. v. Century Liquor Cigar Co., (183 Fed. 206), 
there will be no reference to a master. 

After oral argument and submission of briefs, counsel for de- 
fendants further cite The Miller Rubber Co. v. Albert Behrend, et 
al., (decided by the Circuit Court of Appeals for the Second Cir- 
cuit in February, 1917, and reported in the New York Law Journal 
under date of March 10, 1917 [7 T. M. Rep. 99]), and Diamond 
Expansion Bolt Co. v. U. S. Expansion Bolt Co., (decided by the 
Appellate Division of the Supreme Court of the State of New York, 
reported in New York Law Journal under date of April 23, 1917, 
[7 T. M. Rep. 250] ), but the cases cited are in no way inconsistent 
or in conflict with the conclusions herein reached. 

Let an injunction issue in accordance with the views herein 
i xpressed. 


Decree accordingly, together with costs. 
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Unitep States Expansion Bott Co. v. H. G. Kroncxe Harp- 


WARE Co. 
(216 Fed. Rep. 186) 


United States District Court 


Western District of Wisconsin, August 5, 1914 


Unrain CoMPETITION—JOINDER OF CAUSES. 
In a suit alleging infringement of a patent, a counterclaim by the 
defendant for unfair competition intimately connected with the patent 
infringement should be disposed of in the same suit. 


The objection that the court of this district would not have juris- 
diction of the defendant’s counterclaim as a separate cause of action 
cannot be raised by the plaintiff for, by bringing his suit in the district, 
he subjected himself to any proper counterclaim. 


In equity. On motion to strike out counterclaims. Denied. 


Banning & Banning, of Chicago, Ill., for complainant. 
Alan M. Johnson, of New York City, for defendant. 


Sanporn, District Judge: This is an infringement suit on 
patent No. 623,809, dated April 25, 1899, upon an expansion bolt. 
Defendant is a local hardware dealer, and purchased the alleged 
infringing bolts from the Diamond Expansion Bolt Company of 
New York, which has assumed defense of the suit with the acqui- 
escence of the plaintiff. 

* * * * * 


* * * Complainant has applied for an order striking out 


three counterclaims pleaded by the defendants, one for unfair com- 
petition, the others for infringement of two patents covering expan- 
sion bolts similar to those covered by plaintiff’s earlier patent. 


* * * * * 


It appears further that both plaintiff and the Diamond Com- 
pany are corporations organized and existing under the laws of New 
York, and that three patent suits are pending in the southern district 
of New York, involving the Cook and Pleister patents, in which the 
plaintiff in this suit is the defendant. These suits cannot be heard 
before some time in the winter of 1914-15 or spring of 1915. The 


Diamond Company has also brought suit for unfair competition in 
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the supreme court of the state of New York against the plaintiff 
in this suit; the latter suit being still pending and undetermined. 


* * * * % 


Plaintiff makes its objection to the counterclaims and inter- 
rogatories referred to on the ground that it has brought a patent 
suit in this district, which it is entitled to have there determined 
without bringing in matters properly determinable in the southern 
district of New York. Jurisdiction in this suit being based upon 
the act of 1897, providing that district courts shall have jurisdiction 
in the district of which the defendant is an inhabitant, or in any 
district in which the defendant has committed acts of infringement 
and has a regular and established place of business, plaintiff argues 
that this court can have no jurisdiction of the two patent suits 
sought to be brought here by the Diamond Company through its 
counterclaims, or of the suit for unfair competition covered by the 
other counterclaim. The Diamond Company relies upon the second 
paragraph of Equity Rule 30 (201 Fed. v, 118 C. C. A. v), which 
reads as follows: 


“The answer must state in short and simple form any counterclaim 
arising out of the transaction which is the subject-matter of the suit, and 
may, without cross-bill, set out any set-off or counterclaim against the 
plaintiff which might be the subject of an independent suit in equity against 
him, and such set-off or counterclaim, so set up, shall have the same effect 
as a cross-suit so as to enable the court to pronounce a final judgment in 
the same suit both on the original and cross-claims.” 

As I understand it, the act of 1897 does not relate primarily 
to the jurisdiction of the federal court, but is rather a provision 
effecting the place of the suit or venue. The district court is given 
jurisdiction of suits for infringement of the patents, and the act of 
1897 has for its object the fixing of the proper place of suit. This 
statute was passed for the benefit and convenience of defendants in 
patent suits, and confers the privilege upon them to have the suit 
tried either in the district of their residence, or where they may 
have committed acts of infringement, and have an established place 
of business. Not relating strictly to jurisdiction, but rather to the 
place of suit, this privilege is subject to waiver. The act of 1897 
has not had a uniform interpretation by the federal courts. 


% % * * - 
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Plaintiff having brought a suit in this district thereby subjected 
itself to any counterclaim or set-off which is fairly within the equity 
rule above quoted. The counterclaims pleaded in the answer grow 
out of the very same transactions and matters covered by the original 
bill. The three patents referred to in the answer upon expansion 
bolts are all along the same line, and the question of unfair com- 
petition is intimately connected with the rights of the respective 
parties under these patents. These matters ought to be all disposed 
of in one suit, as they relate to questions very closely connected 
together. It is probable that a decision may be reached in this 
district long before it could be had in the southern district of New 
York or in the supreme court of the state of New York, where the 
unfair competition suit is pending. It seems to me that the ends 
of justice will be promoted by allowing these interrogatories and 
counterclaims to stand, and have the whole matter in the suit between 
these parties decided at an early date. 

The motion of the defendant to intervene is allowed, and the 
motions of the plaintiffs to strike out portions of the answer and 
six interrogatories are denied. 

I do not think it is necessary to consider the rulings of the 
district court upon rule 30 (201 Fed. v, 118 C. C. A. v) which are 
cited in the briefs. The ruling of Judge Chatfield in Marconi Wire- 
less v. National Electric Signaling Co., (206 Fed. 295), I think 
should be approved. 


DriaAMoND Expansion Bott Co. v. U. S. Expansion Bott Co. 
(164 N. Y. Supp. 433) 


New York Supreme Court 
Appellate Division, First Department, April 13, 1917 


1. Unrairn CompetitionN—IMitaTiInG APPEARANCE OF ARTICLE. 

Where the forms of the articles manufactured by the plaintiff and 
copied by defendant are in fact the most efficient and economical, 
it is clear that defendant is right in claiming, since there is no pro- 
tection by patent, that it or any one is at liberty to copy the form in 
all its essential features, and one who has so copied it will not be 
required, merely for the sake of changing the appearance of the 
product, to sacrifice strength, efficiency, durability, or cheapness. 
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2. Unrairn ComMPETITION—W Hat ConstTITUTEs. 

It is not the policy of the law to permit a manufacturer, under 
the guise of preventing unfair competition, to establish, without any 
patent, a perpetual monopoly in the production of any article in com- 
mon use; it certainly will not assist him to monopolize the most econom- 
ical, sensible, and efficient form in which the devices themselves may be 
embodied and offered to the trade. 


On appeal from a judgment for the plaintiff. Reversed. 
For the opinion of the lower court, see 7 T. M. Rep. 261. 


Vincent P. Donihee, of New York City, and Samuel W. Ban- 
ning, of Chicago, Ill., for appellant. 

Alan M. Johnson and Henry B. Corey, both of New York City, 
for respondent. 


Before Ciarke, P. J., and Laveuurn, Scott and Davis, JJ. 


Scott, J.: This is an action to restrain what plaintiff alleges 
is unfair competition on the part of defendant and for an accounting. 
Both parties manufacture and sell expansion shields and anchors, to 
be used in combination with screws to secure objects to concrete or 
brick walls, floors and other support. No question is involved of 
any infringement of patents, nor is there any claim that defendant 
has copied or simulated any trade-mark, or put up its product in 
packages or cases which even remotely resemble the packages or 
cases used by plaintiff. The complaint is that defendant has manu- 
factured shields and anchors identical in form, shape and general 
appearance with those manufactured by plaintiff, and by this means 
has intentionally misled buyers into purchasing its product, instead 
of that of defendant. It is the manufacture and sale of these 
“Chinese copies” of plaintiff's product, to borrow the words used at 
Special Term, which is said to constitute unfair competition. In 
order to comprehend, in detail, the claims of the contending parties, 
it will be necessary to describe the articles which are the subject 
of competition. 

An expansion bolt or shield is a fastening device used in con- 
nection with screws of the larger type known as lag screws to affix 
objects to bodies composed of brick, stone, concrete, or other hard 
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and friable material. Those with which we are concerned consist 
of two hemi-cylindrical sections, joined together at one end by lugs, 
and having an interior circumference smaller at one end than at the 
other. In use the expansion shield or bolt is first driven into a hole 
prepared for its reception. The lag screw is then screwed into it, 
with the result that the outer surface of the shield or bolt is pressed 


by the expanding power of the screw hard against the surroundi1 
material. 


iia 
1g 


In order that the bolt or shield shall not readily pull out of the 
hole, and shall not revolve with the screw which is turned into it, 
it is necessary that its outer surface shall be furnished with excres- 
cences in one form or another designed to prevent both rotation 
and retraction. It is with the form and position of these excres- 
cences that this action has to do. The expansion anchor, which is 
used in connection with screws of a smaller size, is made of lead, 
in one piece, smaller at one end than at the other. It also, and for 
the same reason, has excrescences on its exterior surface. It will 
be seen that these articles are purely utilitarian, and are not objects 
of taste or fancy in design. The use of these articles seems to have 
been of comparatively recent date, but has very greatly increased 
latterly, because of the constantly growing use of concrete in con- 
struction work. 

Several concerns are engaged in the business of manufacturing 
and selling these shields and anchors, and samples of the various 
kinds thus produced were put in evidence. They vary in design 
and appearance, the variations consisting of differences in the design 
of the excrescences upon the outside, intended to prevent rotation 
and withdrawal. It is quite obvious that the range for such varia- 
tion is limited, so that it would apparently be difficult for a manu- 
facturer, seeking to enter the field in competition, to devise shields 
and anchors which would not copy to some extent one or the other 
of these already in the market. 

The plaintiff's claim, however, is that defendant has abjectly 
copied its product in nonessential features, as well as in those which 
are essential, and has thereby violated the rules of fair competition. 


The similarity of design is certainly striking. The general plan of 
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both productions is: As to the shield, that a portion is covered with 
circumferential corrugations, unbroken when the two hemi-cylinders 
are held together. At the larger end are eight perpendicular ribs, 
having eight flat surfaces between them. These ribs are intended 
to prevent rotation, and on four of the flat surfaces are inscriptions, 
while the other four contain the lugs and slots which hold the hemi- 
cylinders together. The inscriptions on the flat surface of plain- 
tiff’s product are not copied or simulated on those of defendant’s 
product. The similarities between plaintiff's and defendant's lead 
anchors are of the same description, although not so exact, in that 
the circumferential corrugations on plaintiff's anchors are parallel, 
while those on defendant’s are spiral. 

The defendant’s contention is that, if it has copied the essential 
and salient features of plaintiff's product, it is because plaintiff has 
employed in its design, forms and devices most perfect mechanically, 
both as to use and production, and most economical and convenient 
as to process of manufacture, and that inasmuch as no patent rights 
are infringed thereby, defendant, or any one else, is entitled to pro- 
duce the articles which it manufactures in their most efficient and 
economical form, and that no one, by adopting and using that form, 
can obtain a monopoly for its use, or prevent others from also 
using it. 

If the forms of shields and anchors manufactured by plaintiff 
and copied by defendant are in fact the most efficient and econom- 
ical, it is clear that defendant is right in claiming, since there is 
no protection by patent, that it or any one is at liberty to copy the 
form in all its essential features, and one who has so copied it will 
not be required, merely for the sake of changing the appearance of 
the product, to sacrifice strength, efficiency, durability, or cheap- 
ness. For this there is ample authority. In Marvel Co. v. Pearl, 
(133 Fed. 160, 66 C. C. A. 226), it is said: 

“*There is nothing about the article as made and sold by the defendants 
that is not necessary in the making and operation of such an instrument. It 
is made in the form that it must be made in order to accomplish its pur- 
pose, and, if the making in that form is any representation that the thing 
made came from the plaintiff, it is because of the extent to which the plain- 


tiff had made and displayed and sold it before the defendants began.’ In 
the absence of protection by patent, no person can monopolize or appro- 
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priate, to the exclusion of others, elements of mechanical construction 
which are essential to the successful practical operation of a manufacture, 
or which primarily serve to promote its efficiency for the purpose to which 
it is devoted. Unfair competition is not established by proof of similarity 
in form, dimensions, or general appearance alone.” 


In Flagg Mfg. Co. v. Holway, (178 Mass. 83, 59 N. E. 667), 
Holmes, J., said: 


“Both zithers are adapted for the use of patented sheets of music, but 
the zithers are not patented. Under such circumstances the defendant has the 
same right that the plaintiff has to manufacture instruments in the present 
form, to imitate the arrangement of the plaintiff’s strings or the shape of 
the body. In the absence of a patent the freedom of the manufacturer 
cannot be cut down under the name of preventing unfair competition. * * * 
All that can be asked for is that precautions shall be taken, so far as are 
consistent with the defendant’s fundamental right to make and sell what 
he chooses, to prevent the deception which no doubt he desires to practice. 
It is true that a defendant’s freedom of action with regard to some sub- 
sidiary matter of ornament or label may be restrained, alhough a right of 
the same nature with its freedom to determine the shape of the articles 
which it sells. But the label or ornament is a relatively small and incidental 
affair, which would not exist at all, or at least would not exist in that shape, 
but for the intent to deceive; whereas, the instrument sold is made as it is, 
partly, at least, because of a supposed or established desire of the public for 
the instruments in that form. The defendant has the right to get the benefit 
of that desire, even if created by the plaintiff. The only thing he has not 
the right to steal is the good will attaching to the plaintiff's personality, 
the benefit of the public’s desire to have goods made by the plaintiff.” 


Commenting upon this case, Nims on Unfair Business Com- 
petition summarizes it as follows: 


“The law of unfair competition cannot give to one dealer the sole right 
to use that form, even though he may have been the first one to make 
zithers in that manner. This would be an instance of secondury meaning 
which attaches to a process or form of manufacture, and not to a person. 
The result of the difference has been noticed in the chapter on ‘Geographic 
Names,’ in referring to names indicating process. It is this: No one can 
obtain the sole right to a name or article which has become attached to the 
process; but one may require valuable and distinct rights to a name or 
form of goods which has become associated with his personality. The first 
maker of zithers in this particularly desirable style may have created a 
desire on the part of the public for one of two things—either for zithers 
made by him, above all other zither makers, or for zithers made in a par- 
ticular form, regardless of who makes them. The law of unfair competition 
is interested in the first of these conditions—the one attaching to the per- 
sonality. But the fact that the demand for zithers has been created by the 
plaintiff will not put the case within the unfair competition rules, where 
the demand is for the article, not the personality.” (Section 147). 


In Fairbanks v. Jacobs, (3 B. & A. Patent Cases 108 [Southern 
District of N. Y.]), the defendant has made an identical imitation 
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‘f plaintiff’s scales, by using the parts of one of the latter’s scales 
to form the molds for casting defendant’s scales, thus making so 
close a copy that, as the court assumed it was not only difficult, but 
impossible to discriminate between them. Still the court held that 
there had been no invasion of plaintiff’s rights, saying: 

“An invention of structure a patent for the invention secures; a design 
is secured by a patent for that. Apart from these, any one may make 
nything in any form, and may copy with exactness that which another has 
produced, without inflicting any legal injury, unless he attributes to that 
which he has made a false origin, by claiming it to be the manufacture of 
nother person. Any other doctrine is impossible to be maintained; for, 
otherwise, all the colors, all the unessential forms, could be monopolized as 
trade-marks, and exclusive rights would be created, not limited in time, as 
patents are, founded upon no public utility, and subject to no control but 
the will of the adopter. I think there is no difference in the cases on this 
subject. (4 moskeag Co. v. Spear, 2 Sandf. 599; Gillott v. Esterbrook, 47 
Barb. 455; Newman v. Alvord, 49 Barb. 588).” 

Many other authorities might be quoted to the same effect, but 
to do so would only swell this opinion to an inordinate length. Of 
the rule of law which they illustrate I do not understand that there 
s any question. There is undoubtedly another line of cases, freely 
ited by respondent, which support the proposition that one manu- 
facturer may not lawfully simulate the nonessential features of a 
rival’s product with a view to palming off his product upon the 
public as that of his competitor. It becomes important, therefore, 
to examine whether the defendant has wantonly copied such non- 
essential features of plaintiff's shields and anchors, or whether it 

s confined itself to copying those which are essential to the highest 
eficiency and the greatest economy in manufacture. Counsel for 
the plaintiff have scheduled in their brief the various features which, 
as they say, are “unessential details which defendant slavishly 
copied.” It is fair to assume that they have omitted none as to 
which such claim could be plausibly made. As to all or nearly all 
of these the court at Special Term made specific findings, or findings 
which apply to them, and it will be instructive to compare the de- 
fendant’s claims with the findings. 

Among the alleged similarities in nonessentials are the follow- 
ing, adopting the numbering used in the brief: 


First as to the iron lag shields: 
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(1) Length the same. 

(2) External diameter or circumference the same. 

(3) Proportion of exterior surface allotted to transverse ribs 
the same. 


(4) Proportion of exterior surface allotted to longitudinal ribs 
the same. 

(5) Relative proportion and arrangement of the transverse 
and longitudinal ribs the same. 

(8) The ends of the longitudinal ribs merge or abut into the 
first transverse ribs the same. 

As to these points of similarity the court made the following 
findings: 

(61) That the length, external and internal diameter, thread- 
ing, and thickness of walls of the defendant’s lag screw shields are 
to the recognized standard sizes of the drills used in making the 
holes into which the expansion shields are inserted, and with respect 
to the diameier and size of the bolts and screws used to effect the 
expansion of the shields, and that substantially the same dimen- 
sions are common to many other makes of expansion bolts on the 
market. 

(62) That the proportionate amount of such space varies in 
different sizes of expansion shields made by the Diamond Expansion 
Bolt Company, and that there is no one established proportion which 
is common to all of the sizes of said shields, and that the proportion 
of such spacing varies in various sizes of the defendant’s shields. 

(63) That the ends of the longitudinal ribs are merged into 
the first transverse rib to meet the best standard practice in the 
making of patterns and castings. 

(6) Number of transverse ribs and the spacing between them 
the same. 

(7) Number of longitudinal ribs and spacing between them 
the same. 


The findings as to these similarities are as follows: 


(71) That circumferential corrugations upon the shields and 
anchors of the defendant are necessary to prevent withdrawal of the 
bolts when subjected to strain and use. 
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72) That the longitudinal ribbing of the lead anchors manu- 
factured by the plaintiff is not uniform in all cases. 

73) That the transverse corrugations on the iron shields 
sanufactured by the plaintiff are not uniform in all cases, some of 
the shields displaying flat-bottom corrugations, and some of the 
shields displaying round-bottom corrugations. 

9) Two lines of lettering on each half between the longitu- 
dinal ribs the same. 

(10) The same number of vacant or unlettered spaces between 
the longitudinal ribs and similarly located the same. 

(11) Location and style of lettering the same. 

As to these points of similarity the court made the following 
findings: 

64) That the arrangement of the lettering on the U. S. E. 
shields is such that all the lettering necessary to identify the make 
and style and size of the shield is provided for in the most convenient 
ind satisfactory manner, and in such a way as to avoid the neces- 
sity for providing lettering on the marginal portions of the shield 
which carry the interlocking lugs and slots. 

65) That the arrangement of vacant and lettered spaces is in 
‘ontormity with necessary practice in the making of patterns and 
‘astings, in that the letters are all formed in position to draw 
readily from the mold in such a way that they will be clean and 
legible in the competed casting. 

(66) That the style of lettering differs in the plaintiff’s and 
the defendant’s shields; plaintiff's shields employing the so-called 
block type of lettering, and defendant’s shields the so-called hair- 
line type of lettering. 

(12) Thickness of walls of the two halves or hemi-cylinders 
the same. 

This similarity is accounted for and explained in the sixty-first 
tinding, above quoted, by which it appears that the thickness of the 
walls on defendant’s shields is necessary to meet the standard sizes 
1f the drills used in making the holes into which the shields are to 
be inserted and the standard diameter and size of the lag screws to 


be used. 
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(13) Shape of lugs for holding the two halves together. 

Upon this subject the court has found: 

(67) That the lugs employed on the defendant’s shields for 
holding the halves together are of ordinary and usual shape and 
location employed by other manufacturers for similar purposes. 

(14) Length of internal screw thread or proportion of interior 
screw threaded the same. 

(15) The internal screw thread is the same kind and the same 
size and the same in appearance. 

These similarities appear to be accounted for and explained in 
the sixty-first finding, quoted above, as being rendered necessary to 
receive lag screws of standard makes and sizes. 

(16) Point or location at which pouring or opening was made 
in casting the same. 

(17) Small portion of surplus metal left at that point. 

The finding upon this subject is as follows: 

(68) That the pouring point in the casting of the U. S. E. 
shields is located to conform to necessary pattern and foundry re- 
quirements, and that the surplus metal remaining at this point is 
due to this circumstance. 

(18) Exterior and finish of the entire shield the same, so much 
and so completely so as to be obviously and undeniably the result of 
a studied and skilled effort to absolutely reproduce plaintiff’s device. 

The court’s finding as to the finish of the shields is as follows: 

(69) That the finish of the U. S. E. shields results from the 
practice obtaining in the respective foundries where the castings of 
expansions of various manufacturers are customarily made, and that 
said U. S. E. shields are finished by the usual and desirable sand- 
blast method now in general use in finishing small castings. 

Thus it appears that every one of the similarities between plain- 
tiff’s product and that of defendant’s, and which is cited by plain- 
tiff as a nonessential feature of defendant’s shield, is found by the 
Special Term to be essential in the sense that it is rendered neces- 
sary, either for efficiency in service or for economy in manufacture, 


so that it would be less perfect, less efficient, and less economical 


to produce, if any one was omitted. A witness named Morley, 
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who testified for the present plaintiff in another action, and whose 
evidence was read into the record in the present case said very 
positively that plaintiff’s shield which defendant is charged with 
copying was more satisfactory and gave a greater safety of holding 
than any other similar device. This being so, defendant was en- 
titled to produce one just like it, because it had a right to make 
shields in the most efficient and cheapest form. 

As regards the lead anchors to be used with smaller sizes of 
screws, fewer similarities are pointed out by plaintiff as nonessen- 
tials, and as to them, also, the findings make it abundantly clear 
that they are essentials, in the sense above specified, in that they 
make for efficiency and economy. 

As has already been said, there is no question in the case of 
any patent infringement, or of taste in ornamentation, or of simula- 
tion or misuse of plaintiff's trade-marks. On this subject the fol- 
lowing findings of the Special Term are instructive: 

(58) That in the making and maintenance of patterns for the 
iron shields of the defendants, the cost was reduced as compared 
with the making and maintenance of patterns of any other direct 
form. 

(59) That in the casting of the U. S. E. shields the percentage 
of loss due to imperfect castings is less than in any form of different 
formation. 

(60) That the defendant manufactured and sold all of its 
direct expansion iron shields and lead anchors with its trade-mark, 
“U.S. E.,” legibly molded on each and every article. 

(77) That the defendant advertised and offered its products 
for sale under its own name, labels, and trade-marks upon its goods, 
boxes, containers, notices, advertisements and letters. 

(78) That there is no similarity of any of the trade-marks, 
labels, or containers of the defendant and those of the plaintiff. 

Under the authorities cited in an earlier part of this opinion, 
the defendant, in view of the findings above quoted, acted within 
its legal rights in manufacturing and selling the shields and anchors 
which it has been enjoined from making and selling. If so, it is 


immaterial whether or not it sought to enter the market as a com- 
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petitor of plaintiff. This, also, it had a right to do. It is not the 


policy of the law to permit a manufacturer, under the guise of pre- 
venting unfair competition, to establish, without any patent, a per- 
petual monopoly in the production of any article in common use; 
it certainly will not assist him to monopolize the most economical, 
sensible and efficient form in which the devices themselves may be 
embodied and offered to the trade. 

“The type in question has no characteristics in particular, except that 
of utility; and if the bill could be sustained the plaintiff would obtain a 
perpetual patent, running indefinitely, without any assistance from the 
Patent Office of the United States. On putting the question in this form, 
it is so clearly met by the law that it needs no discussion.” (Keystone Type 
Foundry v. Portland Pat. Co., (C. C.) 180 Fed. 301-303, affirmed 186 Fed. 
690, 108 C. C. A. 508 [1 T. M. Rep. 106]). 

We find no evidence that defendant has made any effort, aside 
from the alleged copying, to palm off its product as that of the 
plaintiff. Three instances are given where some confusion and 
substitution was met with on the part of dealers; but evidence was 
offered that many other cases occurred wherein dealers apparently 
sold different makes of shields, not defendants’, indiscriminately. 
Indeed, there appears to be no valid ground for any attempted sub- 
stitution on the score of the superior excellence of one product over 
the other. If dealers do attempt to substitute, it will be because 
defendant sells its product much cheaper than plaintiff sells its. 
This fact doubtless constitutes plaintiff's chief grievance; but it is 
not one which a court of equity will abate by injunction. 

As to the appeal from the order granting the extra allowance, 
but little need be said, in view of the conclusion at which we have 
arrived on the main appeal. It is sufficient to say that there is 
no basis upon which an allowance could be based, as there is nothing 
by which to estimate the value of the subject-matter involved. 
(Code Civ. Proc. § 3253). 

It follows that both the judgment and order appealed from 
must be reversed, with costs and disbursements, and since, upon the 
facts found by the trial court and not excepted to by plaintiff, the 
latter is not entitled to any judgment, the complaint is dismissed, 
with costs. Settle order on notice. All concur. 
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DraMoNp Expansion Bott Co. vy. U. S. Expansion Bott Co. 
New York Supreme Court 
Special Term, New York County, June 24, 1916 


Unrark CoMPETITION—IMITATING APPEARANCE OF ARTICLE. 

It is well settled that misrepresentation of origin and of manu- 
facture may be made by simulating the collocation of details of ap- 
pearance which are non-essential to utility and by which the consuming 
public has come to recognize a product, and that a court of equity will 
not allow one to palm off his goods as those of another, whether his 
misrepresentations are made by word of mouth or by the more subtie 
and effective method of simulation. 


In equity. Judgment for plaintiff. 
See also, 7 T. M. Rep. 221. 


Alan M. Johnson and Henry B. Corey, both of New York City, 
for plaintiff. 

Vincent P. Donihee, of New York City, and Samuel W. Ban- 
ning, of Chicago, Hl., for defendant. 


SHearNn, J.: The parties are rival manufacturers of expansion 
bolts and expansion bolt devices called “lag shields” and “anchors.” 
Their respective devices are covered by patents, and it has been 
adjudicated that the defendant’s devices do not infringe upon the 
plaintiff’s patent. Except for hidden features, the rival devices 
are practically Chinese copies of one another. Placed upon a 
counter, it is impossible, except upon the closest and most minute 
inspection, to tell them apart, in spite of the fact that each carries 
a trade-mark which is as distinct as the mechanical conditions per- 
mit. The suit is for unfair competition. 

The plaintiff, Diamond Expansion Bolt Company, and _ its 
predecessor in business, Henry B. Newhall, who is now the president 
of the plaintiff corporation, have been extensively engaged for the 
last seventeen years in the manufacture and sale in this State and 
throughout the United States and Canada of these lag shields and 
anchors, and were the pioneers in introducing to the trade these 
devices, which from the first have been known as “Diamond Shields” 


and “Diamond Anchors.” Plaintiff's business has been prosecuted 
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by means of extensive advertising and by numerous agents and 
salesmen employed in soliciting the retail and jobbing trade. As 
a result of the plaintiff's and its predecessor’s enterprise and skill, 
and of the quality of its shields and anchors, plaintiff has long en- 
joyed a high reputation throughout the United States and has built 
up a valuable good will. Other manufacturers entered the field 
after the plaintiff with different forms of shields and anchors, which 
were widely advertised and sold throughout the United States. As 
a result of the advertising and trade campaign work initiated by the 
plaintiff and carried on by it and its competitors for many years, 
the usefulness of such devices as lag shields and anchors had been 
successfully demonstrated and an important industry and trade 
built up before the defendant corporation was organized in 1911. 
In or about November, 1910, plaintiff placed upon the market a 
new form of lag shield, different from anything previously on the 
market, which was distinctive in form, appearance and style, and in 
May, 1911, also placed on the market a new form of anchor, dif- 
ferent from anything previously on the market and of a distinctive 
form, appearance and style. Plaintiff advertised these new forms 
of shields and anchors extensively from the date of their adoption 
and used and sold very large quantities of them, designated as the 
new “Diamond Shield,’ “Diamond Lag Shield,’ “Diamond N Lag 
Shield,” “Diamond Anchor,” “Diamond Lead Anchor,’ ‘Diamond 
Screw Anchor,’ “Diamond N Lead Anchor” and “Diamond N 
Screw Anchor.” These “Diamond” shields and anchors became 
associated with the plaintiff and identified throughout the trade as 
of the plaintiff's manufacture, and the public and persons engaged 
in the manufacture and sale of this class of articles have quite gen- 
erally acquiesced in and recognized plaintiff's exclusive rights in 


these distinctive patterns, shapes and designs for shields and 


anchors, and have refrained from imitating or simulating them by 


such imitation as would create confusion. 

In this state of the trade the defendant entered upon the scene 
and in 1912 began to manufacture a machine type of expansion 
bolt devices, with which we are not concerned in this suit. In 


1913 the defendant concluded that in order to make its machine 
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bolt expansion business a success it must be able to supply its trade 
t the same time with lag shields and anchors. Accordingly, the 
defendant’s general manager called on the plaintiff and asked to 
be supplied with plaintiff's shields and anchors at such a price as 
vould enable the defendant to sell them in competition with the 
laintiff. Upon receiving the natural refusal the defendant's gen- 
eral manager stated that the defendant would go into the manu- 
cture of expansion bolts in competition with the plaintiff. There- 
ipon the defendant proceeded promptly to get out its rival shield 
ind anchor, which, while differing from the plaintiff's slightly in a 
dden feature susceptible of patentability, were, as above stated, 
essentially Chinese copies of plaintiff's devices. After first obtain- 


= 


ng legal advice, defendant placed its articles on the market and 
inched a vigorous campaign for the trade in shields and anchors 
by widely advertising a cut of twenty-five per cent. under the prices 
iintained by the plaintiff and its other principal competitors. 
It followed this up by underhanded attempts to hire away plaintiff's 
portant salesmen. It announced to the trade that its devices were 
dentical with the plaintiff's. And endeavored to persuade various 
jobbers that there was no risk in substituting defendant’s goods 
for the plaintiff's, as the only difference that a purchaser could 
discover would be in the name. Not content with such methods, 
the defendant, through its general manager, wrote early in 1914 
Mr. Newhall an impertinent and boastful letter, recalling its 
reats of the year before, and suggesting that in view of the results, 
plaintiff's officials had better apply to the defendant for employment. 
\lthough it was not essential to plaintiff's case, the record estab- 
shes specific cases of substitution and confusion in the trade. 
It must be evident from this statement of the case that if the 
law of unfair trade practices has any vitality, the plaintiff is entitled 


»a decree. I am, of course, well aware that where a design is not 


patented there is no exclusive legal right to its use, per se, and that 


part from patent rights, one may copy with exactness that which 
another has produced, without inflicting any legal injury, unless he 
ittributes to that which he has made a false origin, by claiming it 


+ 


to be or in some manner holding it out to be the manufacture of 
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another. But it must be remembered that there are many other 
ways of indicating origin or manufacture than by the use of a name 
or trade-mark. Where an article of distinctive appearance has 
been on the market in that form for a long period of time, and has 
been popularized and identified with its manufacturer through ad- 
vertising and general use, its distinctive appearance gradually be 
comes as important a representation of origin as its trade-mark. 
It is entirely well settled that misrepresentation of origin and of 
manufacture may be made by simulating the collocation of details 
of appearance by which the consuming public has come to recog- 
nize a product, and that a court of equity will not allow one to palm 
off his goods as those of another, whether his misrepresentations are 
made by word of mouth or by the more subtle and effective method 
of simulation. (Enterprise Mfg. Co. v. Landers, 131 Fed. Rep. 
240). It is true that where the copied details complained of are 
essential to the utility of a device, they may be freely employed. | 
also agree with the contention of the defendant’s learned counse! 
that the burden of proving that the copied details and collocation of 
details complained of are unnecessary to the utility of defendant’s 
devices is upon the plaintiff. But the plaintiff has met this serious 
burden of proof in most convincing fashion. With respect to th: 
iron lag shields, the plaintiff has demonstrated that the following 
details, materially affecting the general appearance, are unessential 
so far as concerns the utility of the device. Proportion of exterior 
surface allotted to tranverse ribs: proportion of exterior surface 
allotted to longitudinal ribs; relative proportion and arrangement 
of the tranverse and longitudinal ribs; number of transverse ribs 
and the spacing between them. Similarly, as to the lead anchors: 
Location and disposition of longitudinal ribs or projections on the 
exterior, at outer or rear end; extent or proportion of length of 
anchor occupied by these projections. There are very many other 
details copied, all going to give the devices precisely the same ap- 
perance; but these, at least, have been shown to be unessential to 
the utility of the devices. A radically different appearance would 
be given to the lag shields by a substantial change in the proportion 
of exterior surface allotted to transverse and longitudinal ribs and 








DIAMOND EXPANSION BOLT CO. V. U. S. EXPANSION BOLT co. 265 


hanging their relative proportion and arrangement and the spacing 


between the transverse ribs. The defendant claims that even if 
these changes would not affect the utility of the devices or the 
vork that they are designed to do, plaintiff's forms and proportions 
have become standard, and that any substantial difference there- 
from would make the devices “freakish” and unmarketable. That 
really tells the whole story. The defendant has made a Chinese 
ypy of plaintiff’s devices, not because it is absolutely essential to 
tility of the devices, but because the devices will sell better if 
their appearance is identical with the form so popularized by the 
plaintiff that they have become what the defendant calls the stand- 
ird type. No such position is fairly tenable, particularly in a case 
teeming with bad faith and deliberate intention to appropriate the 
established good will and trade of another. It is argued that the 
efiect of granting the relief sought will be to give the plaintiff a 
perpetual monopoly of its adopted forms and designs, whereas if 
patented the limit of monopoly would be seventeen years. There 
is no force in this argument when it is considered. A party may 
have and enjoy a trade-name or trade-mark in perpetuity or as long 
is there is user, and there is no reason why the same should not be 
true of all details of appearance which are non-essential to utility 
ind the collocation of which indicates origin. In other words, 
there is no monopoly of the article or device, but merely a per- 
fectly natural and proper protection of the indicia of origin, so long 
1s those indicia are not essential to utility. The record shows that 
ther competitors of the plaintiff have built up a large business in 
similar devices without resorting to unfair methods. The plaintiff 
seeks no monopoly, but merely asks that its good will and legitimate 
trade be protected from unlawful misappropriation and unconscion- 
ble methods. Its cause is a just one and the proof is clear. The 
counterclaim is dismissed and judgment ordered in favor of the 
plaintiff as prayed for in the complaint, with costs. 
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Simptex Evectric Heating Company v. THe Ramey Company 
District of Columbia Court of Appeals 
April 23, 1917 


1, TrapE-Marxs—Corporate NAMES. 
The trade-mark act expressly prohibits the registration as a trade- 
mark of the name of any person or corporation. 
2, Goons oF THE SAME DescripTIVE PROPERTIES. 
Electric vacuum cleaners are of the same descriptive properties 
as electrically operated portable devices for household and other 
purposes. 


On appeal from a decision of the Commissioner of Patents. 
Reversed. 


For the decision of the Commissioner of Patents, see 6 T. M. 
Rep. 574. 


Nathan Heard, for the appellant. 
Hervey S. Knight, for the appellee. 


Sueparp, C. J.: The Ramey Company, on February 20, 1915, 
applied for the registration of the word “Simplex” as a trade-mark 
for Electric Vacuum Cleaners, which was opposed by the Simplex 
Electric Heating Company. The Ramey Company alleged the use 
of the word since August 1, 1913, upon electric vacuum cleaners. 
The Simplex Electric Heating Company alleged in its notice of 
opposition the use of the word “Simplex” long prior thereto; that 
the proposed registration by the Ramey Company so nearly re- 
sembles that of the opposer as to be likely to cause confusion in the 
mind of the public and to deceive purchasers; that the mark of the 
Simplex Electric Heating Company is appropriated to merchandise 
of the same descriptive properties; that the said trade-mark is not 
registrable to the said Ramey Company because of the fact that the 
Simplex Company and its predecessors in business have been manu- 
facturing and selling continuously in this country various articles 


and devices including a line of articles and devices for the equip- 


ment of houses, apartments, hotels and other places where house- 
keeping is carried on, and including the various articles set forth 
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in the recited registrations, and including various kinds of elec- 
trically operated portable devices, and including baking ovens, 
barbers’ urns, bar urns, steam and hot water boilers, book-binders’ 
heaters, branding irons, cereal cookers, chafing dish spoons, forks, 
and trays therefor, coffee urns, cooking utensils of various kinds, 
dining room sets, egg boilers, ranges, frying pans, branding irons, 
domestic irons, drag irons, fluting irons, household irons, laundry 
irons, puff irons, kitchen utensils, laundry machines and equipments 
of various kinds, percolators, stands for irons, tea ball pots, tureens, 
water cups, water heating devices and many other articles and de- 
vices for household and other purposes, and various other mer- 
chandise of the same descriptive properties as set forth in the ap- 
plication of the said Ramey Company, all of which have been manu- 
factured and sold by the Simplex Electric Heating Company or its 
predecessors in business for a period extending long prior to August 
1, 1913, and long prior to any date of adoption and use of the said 
trade-mark by the Ramey Company, and all of which have been 
marketed by the Simplex Electric Heating Company with the word 
“Simplex” or a trade-mark including as its leading and character- 
stic feature the word “Simplex” as the trade-mark of the said 
Simplex Electric Heating Company or its predecessors in business; 
ind the said marks have been so used by the Simplex Electric 
Heating Company continuously during the said period in commerce 
between the several states of the United States; that the Simplex 
Electric Heating Company now manufactures and sells about seven 
hundred of such articles and devices and intends as its business 
warrants and the demands of the trade require to continue to add to 
ind increase the said line of articles and devices bearing the said 
trade-mark “Simplex’”’ as it has done from time to time in the past; 
that the Simplex Electric Heating Company by reason of its long 
continued business extending back continuously to July 1902, and 
extending back of that date and carried on by its predecessors in 


business Simplex Electrical Company to January, 1898, by reason 


of the high quality, material and workmanship employed in the 
articles and devices manufactured and sold by it, by reason of the 


wide distribution of its articles and devices throughout the United 
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States, by reason of the wide variety of these articles and devices 
and the large number thereof having to do with housekeeping, and 
being sold to and used by those engaged in the care of houses, hotels 
and other places where housekeeping is carried on, by reason of 
the adoption and continuous use of the said trade-mark “Simplex,” 
by it and its predecessors in business on the aforesaid articles and 
devices, has indicated to the trade and to those purchasing and 
using articles and devices of this general character and kind that 
articles and devices bearing this trade-mark “Simplex” originated 
exclusively with the Simplex Electric Heating Company and were 
the product of its business, and that as other lines, particularly of 
electrically operated devices, have been added in accordance with 
the demands of the trade they have at once been recognized by the 
puchasing public as the product of the Simplex Electric Heating 
Company because of the established and well known custom of said 
company to increase and develop its line of products; that the 
registration of the said trade-mark by it and its use by the Ramey 
Company upon electrical vacuum cleaners and sweepers has caused 
and will be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers because applied to and sought to 
be applied to merchandise of the same descriptive properties as 
that upon which the said mark has long been used as a trade-mark 
by the Simplex Electric Heating Company; that the Simplex Elec- 
tric Heating Company would be damaged by registration of said 
mark and that said mark cannot lawfully be claimed as a trade-mark 
by the said Ramey Company because it consists merely in the name 
of a corporation, to wit, that of this opponent and of its predecessor 
in business, not written, printed, impressed or woven in some par- 
ticular or distinctive manner or in association with a portrait; that 
the opponent was incorporated and received its corporate name 
under the laws of the state of Massachusetts in the year 1902, long 
prior to any date of adoption of the said mark alleged by the said 


Ramey Company; that the predecessor in business of this opponent, 


the Simplex Electrical Company, was incorporated and received 
its corporate name under the laws of the state of Massachusetts 


long prior to the year 1902 and in that year for valuable con- 





SIMPLEX ELECTRIC HEATING CO. V. THE RAMEY CO. 269 


sideration sold and set over to this opponent the going business 
which this opponent has been carrying on and the good will per- 
taining thereto. 

The Simplex Electric Heating Company was incorporated in 
1902. There had been a prior company called the Simplex Electrical 
Company, and the new company was organized by purchase of the 
old company to take over that particular business. The treasurer of 
each company has been the same continuously. The business of 
the Simplex Electric Heating Company was started when the Ameri- 
can Electric Heating Company accumulated some two or three 
hundred patents relating to electric heating devices and started in 
to manufacture about 1896. The concern was not successful and 
the business was taken over in 1898 by the Simplex Electrical 
Company and carried on under a department called the Heating 
Department. Under this administration the business was con- 
siderably developed and extended to such an extent that in 1902 the 
Simplex Electric Heating Company was incorporated and continued 
the business from that point to the present time. During that 
thirteen years the company has manufactured and sold many thou- 
sand electrically heated devices, its market being the whole of the 
United States and also foreign countries. All of the goods sold 
have borne the trade-mark “Simplex,” which was either cast in the 
ron forming the casing or in the name plate which was fastened 
on ina prominent place. Testimony tended to show that the nature 
of the business is such that it is necessary to develop new articles 
ind extend the line practically continuously, and also that vacuum 
cleaners are of the same class of goods; that probably sixty per 
cent. of the Simplex Company’s manufactures are of the so-called 
Lamp Socket Devices, articles which may be connected to an or- 
dinary lamp socket from which to obtain the electric current which 
makes them operative; and as the so-called Simplex Electric Vacuum 
Cleaner is operated from a lamp socket, this is in a direct line of 
development by the opponent; that other electrical companies have 
already proceeded to the manufacture of electric vacuum cleaners. 
The goods are sold by jobbers and dealers for use in households. 


They have been advertised for years at an expense of about two 
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hundred thousand dollars per year in the foreign trade journals and 
magazines, until the Simplex Electric Heating Company has becom: 
known throughout the United States to purchasers of electrical 
devices. 

It was shown that in one instance a purchaser had inquired 
about the Simplex Electric Vacuum Cleaner, which he supposed 
was manufactured by that company. He had seen the article dis- 
played for sale with the name Simplex and supposed it was manu- 
factured by the Simplex Company, and he wanted to arrange for a 
commission for the sale of some of the cleaners. Another cus- 
tomer of the opposer, of Syracuse, N. Y., sent a money order for 
four carbon brushes, regular electric cleaner, and one bag for special 
“A” Cleaner. The order was sent under the supposition that the 
Simplex Company manufactured the Simplex Electric Vacuum 
Cleaner. 

Other testimony tended to show cases of confusion on the part 
of the purchasers who supposed the Simplex Electric Cleaner was 
manufactured by the Simplex Company, asking for prices, cata- 
logues, etc.; and also that one vacuum cleaner had been forwarded 
to the opposer for repair believing it was the manufacturer. 

There was also proof tending to show that electrical dealers 
handled electric heating devices and vacuum cleaners as substan- 
tially the same line of goods. 

Proof also tended to show that vacuum cleaners are considered 
as belonging to the same class of household goods as electric heating 
devices operated by lamp sockets. 


The Examiner of Interferences sustained the opposition on 


two grounds, namely, that “Simplex” was the name of the opposer 


corporation and also because the goods are of the same general 
descriptive properties. This decision was reversed by the Assistant 
Commissioner; and appeal has been taken to this Court. 

Both grounds of the decision have been decided by this Court 
several times. 

It is not permissible to register as a trade-mark the name of 
any person or corporation. This is expressly prohibited by the 


language of the Act. (Asbestone Co. v. The Cary Mfg. Co., 41 
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{pp. D. C. 507 [4 T. M. Rep. 161]; In re United Drug Co., 44 
{pp. D. C. 209 [6 T. M. Rep. 101]; Burrell v. Simplex Electric 
Heating Co., 44 App. D. C. 452 [6 T. M. Rep. 236]; Mansfield 
lire & Rubber Co. v. Ford Motor Co., 44 App. D. C. 205 [6 T. M. 
Rep. 141]). 
“Simplex” is the distinctive part of the name of this corpora- 
n, which as been in existence for years prior to the manufacture 
by the Ramey Company. It was recognized by the Simplex Electric 
. and succeeded to the particular class of electric devices which it 
dvertised, and had registered the word “Simplex” as its own. 
(he question is fully discussed in the foregoing cases and further 
liscussion is unnecessary. 


Second. 


The goods are of the same general descriptive prop- 
es. (Simplex Electric Heating Company v. Gold Car Heating 
Lighting Company, 43 App. D. C. 28 [5 T. M. Rep. 200]; 
shbeck Soap Co. v. Kleeno Mfg. Co., 44 App. D. C. 6 [5° 
Rep. 327]; Wolf & Sons v. Lord & Taylor, 41 App. D. C. 5 


rt 


? 
is 
14 [4 
M. Rep. 219]; Anglo-American Incandescent Light Co. v. Gen- 
| Electric Co., 43 App. D. C. 385 [5 T. M. Rep. 330]). This 
st case involved the trade-mark “‘Mazda”’ for incandescent gas 
intles. The General Electric Company registered, advertised 
nd used this word as a trade-mark for incandescent lamps prior to 
s adoption and use by the appellant. The appellant knew of the 
of “Mazda” upon electric lamps by the General Electric Com- 
vy and adopted the same for gas mantles. The decision of the 
itent Office Commissioner, denying the registration, was affirmed 
this Court. In the opinion it was said by Mr. Justice Robb, 
We think Congress, in using the words ‘descriptive properties,’ 
tended that they should be given their popular signification. Giv- 
ng them that signification, no trade-mark may be registered when 
s appropriated to goods of the same general qualities or char- 
teristics as those of the goods to which another trade-mark already 
s been appropriated.” 
There is some difficulty attending these questions of classifica- 
tion. A thing may not be the same and yet of the same general 


description and used for similar purposes. In this case the cor- 
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porate name which is widely advertised for electrical goods caus: 
persons to suppose that these cleaners were the product of t! 
Simplex Company. With the enormous range afforded for th: 
selection of trade-mark names, it is not unreasonable to suspect that 


this trade-mark was adopted for the purpose of obtaining tl 
benefit of the wide advertising that had been done by the Simple, 
Company. In such a case the benefit of any doubt in regard t 
the classification should be given to the one who has used, developed 
and advertised the mark and given it trade value. 

The decision is reversed, and the Clerk will certify this de 
sion to the Commissioner of Patents as required by law. 


[Note: This decision appears in a measure to reiterate the doctri 
of the court of appeals, holding that the name of a corporation, or t! 
essential part of such a name, is not registrable as a trade-mark by a! 
other party, regardless of the goods in connection with which the partie- 
severally use the name (6 T. M. Rep. 101, 529, 574). The court, indeed 
specifically states that the name of a person or corporation cannot | 
registered as a trade-mark. Nevertheless, it also takes account of the fact 
that the goods of the parties to this case are, in its opinion, of the san 
descriptive properties, and remarks that there is some difficulty attending 
these questions of ‘classification of goods, but the benefit of any doubt 
regard to classification should be given in such a case to the one who has 
used, developed and advertised the mark and given it its trade valu 
This remark appears to indicate that the question of similarity or differenc 
between the goods of the parties was deemed an essential point in the de: 
sion of the case, and we conclude, therefore, that had the goods of the tw 
parties been, in the opinion of the court, of quite different distinctiv: 
properties, the decision would have been different—at any rate, this decisio 
affords no grounds for a contrary conclusion]. 


In rE ArMsTRONG Cork CoMPANY 
District of Columbia Court of Appeals 


January 9, 1917 


1. RecistRaBILITY—Descriptive Worps. 

The word “Nonpareil,” although a fancy word, not in everyd 
use, is an English word descriptive of such superiority of quality as 
manufacturer of cork tiling might wish to claim for his goods and i 
therefore, unregistrable. 

2. Trape-Mark Act—TEN YEar CLavse. 

Where applicant has been granted registration of a descriptiv: 
word for certain goods under the ten-year proviso, he cannot obt 
registration of the same mark as a technical trade-mark for oth 
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goods upon which the mark has been more recently used, on the theory 
that through his large and exclusive use of the mark, it has acquired a 


secondary meaning, indicating all goods manufactured now and in 
future years by him. 


On appeal from a decision of the Commissioner of Patents. 
firmed. 


For the decision of the Commissioner of Patents, see 6 T. M. 
Rep. 390.3 


C. P. Byrnes and S. H. Parmelee, for the applicant. 
Wm. R. Ballard, for the Commissioner of Patents. 


Covineton, C. J.: The applicant, the Armstrong Cork Com- 
pany, has appealed from a decision of the Assistant Commissioner 
Patents, refusing registration of the word “Nonpareil” as a 
trade-mark “for tiles, tiling for floors, wainscoting, and other 
structures,” containing cork. The decision of the Assistant Com- 
ssioner was in affirmance of the decision of the Examiner of 
{rade-Marks and Designs refusing registration. 

The single question presented by this appeal is whether the 
word “Nonpareil” as applied to cork tiling and the like is descrip- 
tive of the character or quality of such cork tiling within the mean- 
ng of section five of the existing trade-mark act. ‘“‘Nonpareil’’ is 
ndoubtedly a fancy word. It is not an adjective in everyday use 

persons to describe the superlative qualities of various articles. 
(he trade-mark act leaves to the court, however, no judicial discre- 
tion to determine when an English word, which is in fact descriptive, 
s sufficiently understood or accepted as to be considered descriptive 
‘f the quality of certain goods by a whole people. Section 5 of the 
ct provides broadly that no mark consisting merely of words 
“which are descriptive of the goods with which they are used, or of 
the character or quality of such goods,” shall be registered under the 
terms of this Act. The word “Nonpareil” is today an English 
ord. It is true that it is a combination of the two French words 
on” and “pareil,’ but very many other words in our language 
ive been likewise etymologically evolved. It is found in all our 


leading dictionaries as an adjective, and is defined as “having no 
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equal,” “of unequalled excellence,” and “of unrivalled excellence.’ 
It is therefore unquestionably an English word descriptive of suc! 
quality as might well want to be claimed by any manufacturer o! 
cork tiling. 

This Court affirmed a decision of the Commissioner of Patents, 
holding that the word “Trophy,” associated with a picture of a lov- 
ing cup, as a trade-mark for coffee, was descriptive and therefore 
not entitled to registration, because intended to indicate that th 
goods were of a superior quality. (In re Meyer Bros. Coffee « 
Spice Co., 38 App. D. C. 520 [2 T. M. Rep. 305]). The word 


“Sterling” as a trade-mark for ale was also held descriptive and 


declared unregistrable. (Vorster Brewing Corporation v. Ruet 


éy Co., 30 App. D. C. 428). Likewise unregistrable was said to | 
the word “Crystal” as applied to beer. (In re New South Brewer, 
é Ice Co., 32 App. D. C. 591). These cases are in full harmony 
with the other decisions of this Court since the existing trade-mark 
act became law. 

The applicant urges, however, that having been in exclusive us 
of the word “Nonpareil’’ as a trade-mark for heat insulating 
materials containing cork for more than ten years prior to thie 
passage of the trade-mark act of February 20, 1905, registration 
has already been had for it under the section of that act known as 
the “ten-year proviso,” and that by reason of the large exclusis 
use of such trade-mark, “Nonpareil,” in interstate and internationa! 
commerce as applied to heat insulating materials, the mark, even if 
it can be considered abstractly as a descriptive word, has in fact 
acquired a secondary meaning in respect of cork materials as sim 
ply designating such goods as the applicant’s. The trade-mark act 
cannot be expanded so as to permit a descriptive word to be regis 
tered. To permit such a construction would be to say that a clearly 
descriptive word, registered as a trade-mark on certain particular 
goods of an applicant, would begin to acquire such a secondary, 
and non-descriptive meaning, as to be registrable for all classes of 
similar goods which in years thereafter might be produced by th 
same applicant. That would entirely nullify the clear legislatiy 
intention as to the ten-year proviso. 
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The decision will be affirmed and this decision certified to the 


Commissioner of Patents. 


GoopricH Drue Company v. CassapA MANUFACTURING COMPANY 
(237 O. G. 918) 


District of Columbia Court of Appeals 
February 5, 1917 


ConFLicTING Marks. 

The trade-mark “Velvelite” is so similar to the mark “Velvetina” 
as to cause confusion. 

PrRapDE-M Ar kS—CANCELLATION—EVIDENCE. 

In a cancellation proceeding, dissimilarities in the entire label and 
package should not be considered, for these are not a part of the 
trade-mark and can be changed at will by the user. 

ConFLIcTING Marks—Pvustiic INTEREsT. 

A question of doubt as to the similarity of the marks should be 
resolved for the protection of the public, in whose interest the trade- 
mark statute was enacted. 

On appeal from a decision of the Commissioner of Patents. 


Reversed. 


For the decision of the Commissioner of Patents, see 6 T. M. 
Rep. 444.3 


C. A. Foster and W. A. Johnston, for the appellant. 
H. N. Paul, Jr., for the appellee. 


Van Orspvet, J.: This appeal is from the decision of the Com- 
missioner of Patents denying the petition of appellant Goodrich 
Drug Company for cancellation of a trade-mark registered by 
ippellee Cassada Manufacturing Company. The Commissioner 
reversed the decision of the Examiner of Interferences. 

The registered trade-mark of appellee company is the word 
“Velvelite.’ The mark of appellant company, upon which the 
request for cancellation is based, is the word “Velvetina.’’ Both 
marks are used on face powder. That appellant company adopted 
nd used its mark long prior to the date of the adoption of its 
nark by appellee company is conceded. We have, therefore, the 
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single question of similarity of marks, no existence of actual confu- 
sion in trade having been proven. 

In this sort of a case, little aid is to be secured from the deci- 
sions of the courts in similar cases. The decision, after all, must 
be based largely upon the impression conveyed to the mind of th: 
court as to the probable result of the use of these marks upon thx 
same kind of goods. That it would be likely to lead to confusion 
we have no doubt, but, if a doubt existed, it should be resolved for 
the protection of the public in whose interest the prohibition of the 
statute as to the registration of trade-marks likely to create con- 
fusion in trade was enacted. 

We think the Assistant Commissioner fell into error in turning 
his decision upon the following ground: “There have been two 
points brought out by the record that are decisive of this case, first 
the dissimilarity of registrant’s entire label as compared with that 
of the Goodrich Drug Company, the labels of the Cassada Manu 
facturing Co. being all gilt labels, and even the shape of the box 
in which the powder is put up is so unlike that of the Goodrich 
Company that there is evidently no intention of the Cassada Manu- 
facturing Co. to mislead purchasers by the general appearance of 
its packages and labels.” 

These matters of dissimilarity should be of little concern in 
determining the actual conflict between the marks. The label and 
box are no part of the mark and can be changed at the will of the 
user. Hence, instead of being a distinction, they may become an 
inducement to deception and an aid in accomplishing the very thing 
which the statute aims to prevent. 


The decision of the Commissioner of Patents is reversed, and 


the clerk is directed to certify these proceedings as by law required. 
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RatpeuH L. Narzicer v. SCHULZE Bakina CoMPANY 
District of Columbia Court of Appeals 


A pril 2, 1917 


CoNFLICTING Marks. 
The trade-mark “Butter-Cream” for bread is properly refused 


registration by reason of similarity to the registered marks “Butter- 
Nut” and “Butter-Krust” for the same goods. 


S 


On appeal from a decision of the Commissioner of Patents. 
Affirmed. 


For the decision of the Commissioner of Patents, see 6 T. M. 
Rep. 440. 


J. M. Coit, Nathan Heard and C. E. Riordan, for the appellant. 
R. F. Steward and Luther Johns, for the appellee. 


Sueparb, C. J.: The appellant, Ralph L. Nafziger, applied 
for a trade-mark of the word “Butter-Cream” for bread. This was 
opposed by the Schulze Baking Company, which alleged that it is 
the owner of the registered trade-mark “Butter-Nut” and also the 
registered trade-mark ‘“‘Butter-Krust,’ used extensively by it and 
its predecessors in business as a trade-mark for bread. The answer 
of the applicant denies that the mark applied for is similar to 
either of the marks set up by opposer; but he has taken no proof 
ind has no evidence of actual use of the mark. 

There is no testimony as to any actual confusion in trade by 
reason of the opposing marks. Looking at the marks, it would seem 
that there is such a similarity as would probably tend to confusion 
in trade. Any reasonable doubt in respect of this should be re- 
solved in favor of the prior owner of the mark. The word “Butter” 
is the distinguishing feature of the mark; and it does not seem prob- 
able that the ordinary purchaser would discriminate between the 
succeeding words “Krust” and “Cream.” (See Lang v. Green River 
Distilling Co., 33 App. D. C. 506; Hamilton Brown Shoe Co. v. 
Wolff Bros. & Co., 240 U. S. 251 [6 T. M. Rep. 169] ). 
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It is true that in the Lang v. Green River case there was testi- 
mony tending to show circumstances from which it could be inferred 
that Lang had adopted the mark “Green Ribbon” on account of the 
reputation of the articles sold under the trade-mark of the Green 
River Company, but that was not the decisive feature of the case. 

An attempt has been made to bring this case within the rule of 
Alaska Packers Association v. Admiralty Trading Co., (43 App. 
D. C. 198 [5 T. M. Rep. 251]). We do not think the proposition 
is well founded. 

Finding no error in the decision of the Commissioner, it is 
affirmed, and this decision will be certified to the Commissioner of 
Patents as required by law. 


Tue Kavt-ReirH SHoE Company v. INTERNATIONAL SHOE 


CoMPANY 


District of Columbia Court of Appeals 


January 2, 1917 
1. ConFLICTING Marks. 

A trade-mark consisting of the words “Mother Goose” and a 
picture of that mythical character riding a broom through the skies 
conflicts with the registered trade-mark consisting of the word “Goose” 
printed across the picture of a goose holding a key in its mouth for 
goods of the same descriptive properties, and registration should there- 
fore be denied. 

2. ConFLictinc Marks—DovstrFvt Case. 

There is no apparent excuse for the adoption of a mark closely ap- 
proximating that of an earlier user on the same class of goods and the 
only conclusion to be drawn in such a case is that the applicant is at- 
tempting, under cover of the law to obtain an unfair advantage. In 
all such cases, the doubt will be resolved in favor of the prior user. 


On appeal from a decision of the Commissioner of Patents. 


Affirmed. 


For the decision of the Commissioner of Patents. see 6 T. M. 
Rep. 246.2 


William Small, for the appellant. 
Howard G. Cook, for the appellee. 
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Van OrspveL, J.: This is a trade-mark opposition case. Ap- 
pellant, the Kaut-Reith Shoe Company, of Carthage, Missouri, 
sought to register a mark consisting of the words “Mother Goose” 
ind the picture of that mythical character riding a broom through 
the skies. Appellee, opposer, International Shoe Company, of St. 
Louis, Missouri, is the owner of a registered mark granted to its 
predecessor in business in 1909 consisting of the word “Goose” 
printed across the picture of a goose holding a key in its mouth. 

Applicant alleges use of its mark but one day prior to the date 
f its application for registration. Therefore, no question of 
priority of use is involved, the sole question being whether ap- 


7 


plicant’s mark is so similar to that of the opposer as to be likely to 
reate confusion in trade. 


The dominant feature of both marks is the word ‘‘Goose.” 


(he testimony taken on behalf of opposer—no testimony being taken 


on behalf of applicant—discloses that it has built up a large business 
n shoes bearing the “Goose” brand. If applicant’s mark should 
‘ granted, we think the marks, as shown in the record, would lead 
to inevitable confusion, and there would be nothing to prevent it 
from printing the word “Mother” in small and obscure type and 
the word “Goose” in bold type, so that the word “Goose” would be 
the feature of the mark which would impress itself upon the mind 
f the purchaser. 
This case is one which falls clearly within a long line of deci- 
ms in the Federal courts. (Jn re Herbst Importing Co., 30 App. 
LD). C. 297; Hutchinson v. Covert, 51 Fed. 832; Eagle White Lead 
Co. v. Pflugh, 180 Fed. 579; New Home Sewing Machine Co. v. 
Bloomingdale, 59 Fed. 284; Lever Bros. v. Pasfield, 88 Fed. 484; 
Chappell v. Sheard, 2 K. & J. 117; W. A. Gaines & Co. v. Turner- 
Looker Co., 204 Fed. 553 [3 T. M. Rep. 311]). In Gannert v. 
Rupert, (127 Fed. 962), the mark “Home Comfort’’ was held to 
nfringe “Comfort,” though, as in the present case, the pictorial 
features of the marks were entirely different both as to subject- 
matter and to color. In the opinion the court said: “This is a 
trade-mark case pure and simple. It is not a case of unfair com- 


petition. It is founded on a technical, common-law trade-mark.” 
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In Carmel Wine Co. v. California Winery, (38 App. D. C. 1 [2 
T. M. Rep. 33]), the mark of the applicant was an Oriental scene 
showing a vineyard and including a herd of camels and two me: 
bearing a grape, and the opponent’s mark was a picture of two me: 
bearing a bunch of grapes. The court, sustaining the opposition, 
said: “We think it is apparent, without argument, that the tw: 
marks are deceptively similar within the meaning of the statute. It 
goes without saying that one has no right to incorporate the mark 
of another as an essential feature of his mark. Such a practic 
would lead to no end of confusion, and deprive the owner of a mark 
of the just protection which the law accords him.” 

In the present case, it appears that applicant has a branc! 
establishment in St. Louis, the same city in which opposer’s busi 
ness is located. In argument it was stated, and not denied, that 
their respective places of business are but two blocks distant from 
each other. Applicant claims but one day’s use of the mark prior 
to filing its application for registration. It alone could profit by 
confusion between the marks. It can have but one object in at 
tempting to secure registration of a mark so nearly resembling that 
of its immediate competitor—namely, to attract the trade from op- 
poser’s goods to its own by means of a trade-mark expressly con 
demned by the statute, which forbids the registration of “trade 
marks which are identical with a registered or known trade-mark 
owned and in use by another, and appropriated to merchandise of 


the same descriptive properties, or which so nearly resembles a 


registered or known trade-mark owned and in use by another, and 
appropriated to merchandise of the descriptive properties, as to b 
likely to cause confusion or mistake in the mind of the public, or to 
deceive purchasers.” (Trade-Mark Act of 1905, 33 Stats. L. 724, 
sec. 5) 

This Court has repeatedly said that the whole vocabulary, as 
well as the inventive imagination of the mind, is at the command o! 
one selecting a trade-mark for his goods, and no excuse is apparent 
for the adoption of a mark closely approximating that of an earlier 
user on the same class of goods. Indeed, but one conclusion can 
be drawn from such conduct, and that is that the applicant is at 
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tempting through the color of law to obtain an unfair advantage 
ver his competitor. We deem it our duty, therefore, in all such 
ises to resolve the doubt in favor of the prior user. 

The decision of the Commissioner of Patents is affirmed, and 


clerk is directed to certify these proceedings as by law required. 


Griees, Cooper & Company v. THe Feperat Corree MILs 
CoMPANY 
District of Columbia Court of Appeals 
April 9, 1917 

TraDE- MARKS—CONFLICTING MARKS. 
A trade-mark consisting of the words “Home Pride,” accompanied 
by a representation of a small boy sitting on a box playing with toys 
is so similar to the registered marks “Home” and “Home Brand” ap- 


plied to the same goods as to cause confusion, and registration should 
therefore be denied. 


On appeal from a decision of the Commissioner of Patents. 


Reversed. 


For the decision of the Commissioner of Patents, see 7 T. M. 
Rep. 151. 


H. S. Knight, for the appellant. 
George E. Tew, for the appellee. 


Sueparp, C. J.: The Federal Coffee Mills Company applied 


to register a trade-mark consisting of the words “Home Pride,” 


vith the representation of a small boy sitting on a box playing with 
toys. This mark is alleged to have been continuously used in the 
business of The Federal Coffee Mills Company since October, 1913. 
Griggs, Cooper & Company filed an opposition, and The Federal 
Coffee Mills Company filed a motion to dismiss it on the ground, 
mong others, that it does not appear that the opposer has any valid 
title to the registered mark of Henry A. Frey & Co. The motion 
vas denied and the opposer answered. 

It appears from the stipulation that Henry A. Frey & Co., a 
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Philadelphia firm, adopted the trade-mark for coffee and registered 
the same March 29, 1892, and commenced marking coffee with said 
label; that on about June 9, 1900, Henry A. Frey & Co. assigned 
to Griggs, Cooper & Company, the exclusive right to use the said 
mark as a trade-mark for coffee within and throughout certain 
restricted territory of the United States, to wit: the states of 
Minnesota, Wisconsin, North Dakota, South Dakota and Montana. 
Afterwards, the said firm of Griggs, Cooper & Company became 
incorporated and the business was transferred to them. It further 
appears that opposer, or its predecessors, adopted and used as 
trade-marks for other descriptions of goods the marks owned by the 
said firm of Griggs, Cooper & Company; and further, on September 
11, 1906, the opposer registered the word “Home” as a trade-mark 
for coffee and used the same. 

The Commissioner of Patents refused to dismiss the opposition 
based on the ground that Griggs, Cooper & Company were not 
owners of the trade-marks but mere licensees in certain states. 


It is not necessary to consider this question because it appears 


from the stipulation that in 1906 Griggs, Cooper & Company ap- 


plied for and registered the name “Home” as a trade-mark for 


coffee. It may be presumed that this registration was with the 
consent of Henry A. Frey & Co., and it is probable that this is now 
the trade-mark of Griggs, Cooper & Company by concession or some 
other means on the part of Henry A. Frey & Co., who have never 
protested the registration. Assuming, then, that Griggs, Cooper 
& Company had lawfully registered the mark “Home” or “Home 
Brand,” as it was also registered, they are entitled to make this 
opposition. The word “Home’’ is the distinctive mark of this title 
and has been used by Griggs, Cooper & Company in the sale of their 
coffee and tea. We think there is no question but that the words 
“Home Pride,” used upon coffee, would produce confusion. 

The following cases sustain the proposition: Schoenhofen Co. v. 
Maltine Co., (30 App. D. C. 340); Barthels Mfg. Co. v. United 
Lace & Braid Mfg. Co., (43 App. D. C. 200 [5 T. M. Rep. 301]) ; 
Lang v. Green River Distilling Co., (83 App. D. C. 506); Nafziger 
v. Schulze Baking Company, present term [7 T. M. Rep. 277]; 
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Griggs, Cooper & Co. v. Erie Preserving Co., (131 Fed. Rep. 359) ; 
Gannert v. Rupert, (127 Fed. Rep. 962). 

The decision is reversed, and the case will be certified to the 


Commissioner of Patents as required by law. 


Tue O. & W. THuum Company v. ALBERT G. DicKINSON 
District of Columbia Court of A ppeals 
April 2, 1917 


1. Trape-Marks—INTERFERENCE—PRACTICE. 

Where it is apparent, in an interference proceeding, that one mark 
is an intentional simulation of another well-known mark, the marks 
should be viewed as a whole, and points of similarity are more impor- 
tant than points of difference. 

2, APPLICATION TO REGISTER—DISCLAIMER. 

A disclaimer of non-registrable matter does not suffice for pur- 
poses of registration; the objectionable matter must be eliminated from 
the mark. 

On appeal from decisions of the Commissioner of Patents. 


Re Ve rsed. 


For the decisions of the Commissioner of Patents, see 7 T. M. 


F. L. Chappell and Otis A. Earl, for the appellant. 

F. E. Liverance, for the appellee. 

Ross, J.: These are appeals from decisions of the Patent 
Office in trade-mark opposition proceedings, in each of which the 


opposition was dismissed. 


The parties are engaged in the manufacture and sale of sticky 


fly paper at Grand Rapids, Michigan, the opposer’s business having 
been established more than thirty years ago. Its sales total more 
than 350,000 cases annually, or from 80% to 90% of the amount 
used. At an early date it adopted as its trade-marks the word 
“Tanglefoot” and also a fanciful design, the distinguishing feature 
of which is an oval so positioned that on each sheet of paper there 


is one complete oval and two half-sections at either end thereof. 
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Surrounding the complete oval and forming a rectangle are four 
fanciful circles. In addition, it also has used upon its product the 
representation of flies. 

The mark sought to be registered by the applicant in opposition 
No. 1726 consists of a fanciful design, the principal figure of which 
has about the same shape as that used by the opposer, and arranged 
in exactly the same way, that is to say, one complete oval in the 
center and two half-sections at either end. Applicant has substi- 
tuted four flies for the four circles of the opposer. 

The Examiner of Interferences was of opinion that some im- 
portance is to be attached to the slight difference in the ovals of the 
two marks, and he also was of opinion that the four flies of ap- 
plicant’s mark “form a very distinctive feature thereof.’ The 
Assistant Commissioner stated that “there is a certain similarity 
between the mark of the applicant and that of the opposer, due to 
the arrangement of the complete and two partial ovals on the sheet 
of fly paper,’ but he was not convinced that the whole marks were 
so similar as to be likely to cause confusion in trade. 

The law prohibits the registration of any mark which so nearly 
resembles a registered or known trade-mark owned or in use by 
another and appropriated to goods of the same descriptive prop- 
erties, ‘‘as to be likely to cause confusion or mistake in the mind of 
the public or to deceive purchasers.” (34 Stat. 1251 and 37 Stat. 
649). When it appears, therefore, as it does here, that a large and 
prosperous business has been built up by legitimate effort, and that 
a trade-mark has become associated in the mind of the public as 
pointing to the origin of the manufactured product, it is our duty 
carefully to protect the rights of the manufacturer, to the end that 
the Trade-mark Act shall not become a vehicle of unfair competi- 
tion. As we have many times stated, there is absolutely no excuse, 
either legally or morally, for an even approximate simulation of a 
well known trade-mark appropriated to goods of the same de- 
scriptive properties. And when it becomes apparent that such an 
attempt has been made, the two marks should not be examined with 
a microscope to detect minute differences, but rather should be 
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viewed as a whole, as the general public would view them. The 
points of similarity are more important than the points of difference. 

Both tribunals of the Patent Office suggested that no one has a 
right to the exclusive use of the representation of a fly as a trade- 
mark for sticky fly paper, and yet the only real difference between 
the two marks consists in the substitution of four flies by the ap- 
plicant for the four circles of the opposer. We ruled in Nairn 
Linoleum Co. v. Ringwalt Linoleum Works [7 T. M. Rep. 216], 
present term, that non-registrable matter should not be included in 
. registered trade-mark. The reason is apparent. The registered 
mark should go out to the public in its original form, or it is de- 
ceptive and protects no one. Thus in Straus v. Notaseme Co., (240 
U.S. 179 [6 T. M Rep. 103]), where non-registrable matter had 
been included in the mark, the court said: “The mark that it 
used held out to the public as registered in the Patent Office precisely 
the element that had been rejectel there. It affirmed that the 
authority of the United States had sanctioned that for which that 
authority had been refused, and by grasping at too much lost all 
so far as this case is concerned.” 

We are not impressed with the suggestion that there is anything 
distinctive about the manner in which these flies appear on the mark. 
In other words, we think they must be eliminated from consideration 
here, as applicant has no right to register them. Comparing the 
two marks we cannot escape the conviction that there has been a 
studied attempt on the part of the applicant to put on the market 
a fly paper closely resembling that of opposer. The field was open 
and the opportunity as broad as the human imagination, and yet the 
applicant deliberately adopted as the distinguishing feature of its 
mark the distinguishing feature of opposer’s mark. But one in- 
ference is possible, and, whether or not the origin of the product is 
of any concern to the average purchaser, we are quite clear that to 
purchasers who desire a particular product the use of these two 
marks would be likely to cause confusion or mistake. See Fishbeck 
Soap Co. v. Kleeno Mfg. Co., (44 App. D. C. 6 [5 T. M. Rep 327]). 


In the second opposition the same marks of opposer are 


involved, the mark of the applicant consisting of a rectangular 
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figure upon which are two flies and the word “Sticky” in quotation 
marks, with a panel extending across the four middle letters. A 
so-called disclaimer was filed as to the word “Sticky.” For the 
reasons above stated the word “Sticky” and the two flies must be 
eliminated from the mark. When thus eliminated there will be no 
objection to the accompanying figure with its embellishments. 

The decision in each case is reversed and the opposition sus- 
tained. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Descriptive and Geographical Marks 


Cray, A. C.: The trade-mark act does not inhibit the registra- 
tion of marks because they consist of words which are descriptive 
or which consist of geographical names; but it inhibits the registra- 
tion of marks which consist merely in words which are descriptive 
names. 

I do not understand how the use of “Union” can be merely 
geographical, since there are numerous meanings of the word hav- 
ing no reference to any place, and “Union” referring to a place is 
an extremely indefinite reference. How the word “Union” could 
describe fertilizers or the quality of fertilizers, it is difficult to see. 


It is a far-fetched suggestion that the goods are made by union 


labor. It is not within the realm of probability that others might 


want to use the word ‘‘Union’’ to show where fertilizer is made, or 


to show it is made by union labor. ([Citing, Ex parte, Sacks, 128 
O. G. 2530]." 

Cray, A.C.: The applicant’s appeal from the refusal to admit 
for registration a mark for rivets, consisting of the picture of five 
short rivets or five forms superposed on a longer rivet on the ground 
that the device is descriptive of the goods, points out no error in 
the Examiner’s ruling. The mark is clearly descriptive; there could 
be no better description of a rivet than its picture; there is nothing 
distinctive about the combination of pictures.* 


1Ex parte, Union Seed & Fertilizer Co., 121 Ms. Dec. 283, December 
23, 1916. 
* Ex parte, Edwin B. Stimpson Company, 121 Ms. Dec. 312, January 3, 
1917. 
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Cray, A. C.: Before my decision of January 3 herein [7 
[. M. Rep. 286*|, I carefully considered the brief filed that day and 
the points raised by this petition and ruled on the question whether 
the arrangement was arbitrary or distinctive. And, moreover, the 

irk would still be descriptive, even if there was an arbitrary ar- 
angement of the group of rivets. There are no distinctions between 
vets in the sense of a trade-mark.' 

Cray, A. C.: The applicant appeals from the refusal of the 
examiner of trade-marks to admit to registry his alleged trade- 

irk for shoes comprising the word ‘‘New-ark” in large heavy 
brush letters and above the word “New-ark” the words “Save a 
Dollar’ in small light block letters. 

The applicant’s argument that the words “new ark” have a 
fanciful meaning by contrast with the words “old ark’”’ might have 
force if there was any conceivable connection between the shoe or its 
price and any ark at all. The final meaning of the so-called slogan, 

it has any meaning, is that Newark stores are cheap priced places 
r this well known business. 

Newark, New Jersey, is one of the largest and best known gen- 
eral manufacturing cities in the country, and the shoe obviously is 
illed ““New-ark,” either to indicate that it comes from the Newark 
stores or from Newark. In any case, that would be the effect of 
‘name and its registry is, therefore, interdicted by the statute.* 

Cray, A. C.: The applicant appeals from the action of the 

miner of trade-marks in refusing registration to a trade-mark 
for papers and stationery, consisting of the word “Cambrai” written 

block letters, the rejection being partly on the ground that this 
vord is merely a geographical term and partly on the ground of its 
similarity to the previously registered trade-mark ‘‘Cambric.” 
rhere is apparently an interference between the words “Cambrai” 
nd ‘“‘Cambric” as a mark for paper. 

The primary significance of the word is not that of the name of 

town and as applied to paper the fanciful significance with its 
iggestiveness of structure far overshadows the geographical sig- 


‘Ex parte, Edwin B. Stimpson Company, 121 Ms. Dec. 387, January 13, 


* Ex parte, Morton Samuels, 121 Ms. Dec. 169, December 6, 1916. 
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nificance. When it is further considered that the word “Cambric’ 
has already been registered to another and apparently a later user 
and that the applicant has enjoyed fifteen years of use alleged to be 
without opposition, I think the mark should be passed for registry, 
subject, of course, to the suggested interference.’ 

Cray, A.C.: The applicant appeals from the refusal of the ex- 
aminer of trade-marks to admit to registry a mark for hose, nozzles 
valves and couplings, consisting of the large monogram “MH.” and 
the words “resis-tacid’”’ in small letters below, on the ground that 
the words “resis-tacid” are descriptive and have not been disclaimed 

The mark as shown and used plainly signifies the article is 
made of iron that resists acid. Anybody else has the same right of 
saying the same thing in substantially the same way; wherefore, 
this term may not be monopolized by this applicant even as joined 
with the proper mark “MH.’”? 

Cray, A. C.: The applicant appeals from the refusal of the 
examiner to admit to registry its trade-mark for writing paper con 
sisting of the words “Willow Linen” in heavy black letters with the 
“W” extra large formed by two crossed “V’s” and carried on « 
shaded panel, the word “Linen” being disclaimed. 

The rejection was on the ground that the word “Willow” is 
descriptive of the character of the goods. It appears that “Willow,” 
though a scarce wood, has sometimes been used in making paper. 
Present day authorities indicate that “Willow” has no especial value 
for the purpose and when used is used along with poplar and passes 
as poplar. It is not plentiful enough to be used alone; and cer- 
tainly is not used for writing paper. The applicant’s paper con- 
tains no “Willow” fibre. It should be noticed too that the whole 
expression “Willow Linen” by its contradiction in the terms dis- 
putes the descriptiveness of the word “Willow.” The inhibition of 
the statute is against a mark which “consists * * * merely in words 
or devices which are descriptive of the * * * character * * * of tl 
goods.”” This does not cover the applicant’s mark taken as a whol: 


Ex parte, Keith Paper Company, 121 Ms. Dec. 170, December 6, 1916 
* Ex parte, McNab & Harlin Mfg. Co., 121 Ms. Dec. 185, December 7, 
1916. 
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whether or not “Willow” is a well known material for making the 
pplicant’s paper.’ 

Cray, A. C.: A trade-mark for carriage robes, consisting of 
the words “Motor Weave” written in large, heavy, block type with 
the letters conjoined and the whole phrase traversed by continuous 
lines or marks in imitation of the ribs of cloth was rejected on the 
ground that the mark consisted merely in words which are de- 
scriptive of the character or quality of the carriage robe and the 
further ground that the mark is deceptively similar to the pre- 
viously owned and used marks. 

I consider that the ruling is erroneous on both grounds. The 
nearest thing the words ‘““Motor Weave” themselves could come to 
lescribing in a carriage robe would be that it was coarsely woven. 

On the point of deception I do not understand how anybody 
looking for a “Motor Weave” robe could be misled into buying a 
robe marked “Auto” or “Automobile.” ([Citing, United Lace & 
Braid Mfg. Co. v. Barthels, 5 T. M. Rep. 473; In re Central Con- 
sumers Co., 140 O. G. 1211; Selchow v. Baker, 93 N. Y. 59; Hamil- 
ton Brown v. Wolf, 6 T. M. Rep. 169; Holt v. Wadsworth, 41 Fed. 
34] .? 


Clay, A. C.: The petition for cancellation shows an injury by 


registration, though injury will be presumed to follow the improper 
registration of any descriptive word. 

I consider the word “‘Leghornette’” to be clearly descriptive. 
The suffix “‘ette” is very commonly and widely used to indicate a 
small edition or else an imitation. I think nobody would hesitate in 
assuming that a ‘““Leghornette’”’ hat was an imitation “Leghorn” hat. 

I think it was an error to hold that the petitioner’s testimony 
showed only that the mark had become well known since the regis- 
trant used it. The point is that it was an obvious descriptive word 
because of the previous notoriety of the “Leghorn” hat. From 
knowledge of the “Leghorn” hat, nothing further is required to 
make ‘‘Leghornette” descriptive of an imitation “Leghorn” hat. 


‘Ex parte, American Papeterie Company, 121 Ms. Dec. 216, December 
8, 1916. 

*>Ex parte, The Wallace Smith Co., 121 Ms. Dec. 296, December 27, 
1916, 
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The decision of the examiner of interferences is reversed and 
the petition for cancellation is granted. [Citing, Burton v. Strat- 
ton, 12 Fed. 696; Ex parte, Carter, 155 O. G. 800].’ 

Cray, A. C.: The rejection of the word “Superb” written in 
open stenciled letters and surrounded by a border as a trade-mark 
for peanuts was on the ground that the mark is descriptive of the 
goods. Applicant has filed an affidavit showing prima facie that 
this word has never been used as a grade mark in this trade and 
that it has been used as a trade-mark for some twenty years. Con 
sidering the meaning of the word “Superb,” that is grand, magnifi 
cent and lifted up, I hardly think it is descriptive of a peanut.” 

Cray, A.C.: The applicant for registration of the word “Pep” 
as a trade-mark for nonalcoholic beverages consisting of fruit 
juices, appeals from the ruling of the examiner refusing registra- 
tion on the ground of likelihood of confusion with previously 
registered and used marks. 

I find no error in the examiner's ruling. “Pep” is the dis- 
tinguishing part of the terms “Pep-soda”’ or “Pep-Kola,” for exam- 


ple; moreover, it is peculiarly well known as a slang term for virility 


and hot, spicy flavor, as to accent its prominence in the previously 
used terms, if not to make it in fact descriptive of the product.* 

Cray, A. C.: “Moistair” for hot air and hot air and water 
heaters is unregistrable, because it is descriptive.* 


Cray, A. C.: Registration of the word “Kanelasses” was 
refused as a trade-mark for syrup, because it was held descriptive, 
indicating cane molasses.° 

Cray, A. C.: The word “Wearever” as a trade-mark for rub- 
ber sponges is held to be not descriptive. The idea of wearing 
forever is so exaggerated as to approach the fanciful, therefore, it 

‘Leyser, Green Co. v. Elishewitz, 121 Ms. Dec, 299, December 28, 1916 
? Ex parte, The Bain Peanut Co., Inc., 121 Ms. Dec. 319, January 5, 
1917. 

*Ex parte, Rogue River Valley Canning Co., 121 Ms. Dec. 373, Jat 

uary 10, 1917. 


‘Ex parte, Estate of P. D. Beckwith, Inc., 122 Ms. Dec. 149, March 14, 
1917. 


°Ex parte, American Sugar Refining Co., 122 Ms. Dec. 151, March 14, 
1917. 
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is not descriptive of the quality of the goods, and it is not likely to 
be used by any manufacturer to describe his goods. 

“Wearever” is held not descriptive of aluminum ware in Alumi- 
num Cooking Utensils Co. v. National Aluminum Works, (226 Fed. 
tep. 815 [6 T. M. Rep. 42]), for the word acquired secondary 
meaning by long use. This case also holds in effect that a very 
exaggerated description is not a description. Applicant has used 
the mark widely and publicly for many years, and it is therefore 
held to be registrable.' 

Cray, A.C.: The word “Decorator” as a trade-mark for step- 
ladders is held not descriptive. Common step-ladders have no par- 
ticular adaptability to the work of a decorator and therefore the 
mark would not be so understood. It is not necessary that a trade- 
mark be devoid of suggestion as to the use of the goods.” 

Cray, A. C.: As a trade-mark for garter clasps, two concen- 
tric circles and the word “Nevertear” between them, is not de- 


scriptive, because, although it suggests that it does not tear the 


stocking, it does not actually describe the clasp or suggest anything 


as to its construction. It is not likely to be used by anybody else 
to describe his clasp. 

The word “Nevertear” in applicant’s mark does not conflict 
with “Kanttare” in block type in a straight line, as the words neither 
look nor sound alike.* 

Cray, A. C.: In a trade-mark for oysters and clams, consist- 
ing of an oyster shell embedded in an ocean wave and the words 
“Sealect Seasalt,” the word “Sealect” was disclaimed. Held de- 
scriptive, because the picture showing the oyster growing in sea or 
salt water is, in itself, descriptive. 

The line between suggestiveness and descriptiveness is hard to 
draw, but I think it may correctly be stated that a term which at 
once imparts information is descriptive. 


‘Ex parte, Faultless Rubber Co., 122 Ms. Dec. 218, March 24, 1917. 

* E:. parte, Tilley Ladders Co., 122 Md. Dec. 337, April 18, 1917. 

> Ex parte, Nevertear Hose Supporter Co., 122 Ms. Dec. 339, April 18, 
1917. 
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Seasalt tells a fact about oysters and claims they come fro 
seasalt water.’ 

Cray, A. C.: Rehearing after decision of October 24, 1916, [ 
T. M. Rep. 155] refusing registration of the trade-mark “Polly 
anna’’ for a series of books, because use was shown only as the titl 
of one book. There is now published “Pollyanna Grows Up,” th 
second of a series of Pollyanna books, to be further extended. The 
title is not a trade-mark, but a word descriptive of the first and 
partly descriptive of the other books. It relates to the literary 
contents of the book and not to the goods in commerce, i. e., the 
book considered as a book. The literary contents would be the 
same if presented otherwise than in a book, and the same book with 
other literary contents would not be “Pollyanna.” 

In the case of a newspaper, the name indicates the origin of the 


paper as a physical thing, without reference to the contents of any 
issue. 


When the copyright on the book “Pollyanna” expires, the pub- 
lic will have a right to use the word “Pollyanna” freely, as the 


name of that book or otherwise. This is inconsistent with the idea 
of a trade-mark, which is a right perpetual.? 

Clay, A. C.: The trade-mark “Continental,” for pillow tub- 
ing, sheeting and cotton piece goods, was rejected because the ex- 
aminer of trade-marks claimed it was geographical. 

Held, that it was not descriptive of the place of origin of the 
goods. A geographical term is unregistrable because it indicates 
a place of origin, which others may use with equal right. .The 
word “geographical” in the statute refers to locality, otherwise 
there would be no reason for the law. The case of Ex parte, Con- 
tinental Car & Equipment Co., (127 O. G. 2816), is overruled, in 
so far as it holds to the contrary.* 


* Ex parte, Foster Co., 121 Ms. Dec. 399, January 17, 1917. 
* Ex parte, Page Company, 121 Ms. Dec. 407, January 22, 1917. 
Ex parte, Continental Mill Co., 121 Ms. Dec. 495, February 13, 1917. 
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When The Trade-Mark Reporter pub- 
lishes cases in advance of their publication 
in other reports, you are receiving invaluable 
service. 


You are informed of the very last word of 
the courts on some particular phase of trade- 
mark law. 


This service is made possible by the 
courtesy of attorneys in forwarding to us 


copies of decisions as soon as handed down. 


Have you forwarded the opinion of 
the court in your last trade-mark or un- 
fair competition case to 


THE UNITED STATES TRADE-MARK ASS'N 
32 Nassau Street, New York City 


Briefs and comments in such cases are very welcome. Due 


consideration will be given them in making annota- 
tions. 





